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PREFACE 


This document contains proposed legislation 

for amending the Canadian patent law. It is 
intended as a companion document to the 

Working Paper on Patent Law Revision, prepared 
by consultants working within the Department 

of Consumer and Corporate Affairs and published 
LT ey Os 


This draft law has been prepared by the consultants 
for discussion purposes only and has not been 
adopted as a proposal for patent law reform by 

the government of Canada. The drafting style 
adopted herein is that of the consultants. To 

the extent that any legislation may subsequently 
be prepared for revision of the patent law, such 
legislation will be drafted by the Department of 
Justice. 
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PATENT ACT - Revised Statutes of Canada, 1970, Chap P-4. 


PATENT RULES - Rules Under the Patent Act, established by 
Privy Council order 1954-1855 as amended. 


S-2504 - Bill S-2504 presented before the Senate of 
the United States, 93d Congress, by 
Mrs Hooch Scort;, October. ly 1973: 
(Committee Print, May 8, 1974). 


UK ACT - Patent Act, 1949 of the United Kingdom as 
amended. 
US CODE - United States Code, Title 35 - Patents. 


The Patent Act of 1952. 


US CUSTOMS DUTY ACT - United States Code, Title 19 - Customs 
Duties. 
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Proposed Patent Law 


(References) (Proposal) 


An Act respecting patents of inven- 


tion 
Introductory Provisions 

Short Title 
Corresponds to As This Act may be cited as the 
present Section l. yPatent .Act 1976". 

Interpretation 
Corresponds to 2 In this Act, and in any regula- 
present Section 2 tion or order made under it, 


except as noted. 
"applicant" means a person 
qualified under section 30(1) 
to apply for a patent; 


New "authority" means the Patent 
Authority as established pur- 
suant’ to? Chapter 11 of this 
Act (to be drafted subsequently) ; 


New "convention country" means 
Canada or any country adhering to 
the Convention of Paris for 
the Protection of Industrial 
Property or any country with 
which Canada has established 
a bilateral agreement, approved 
by order in council, qualifying 
such country for treatment as a 
convention country under this Act; 


"Commissioner" means the 
Commissioner of Patents, 
appointed pursuant to section 
91 of this Act: 


New "computer program" means a 
series of instructions or state- 
ments in, or capable of conver- 
sion to, a machine-readable 
form and capable of being used 
in controlling a computer or 
data processing apparatus which 
is adapted to responding to 
various types of computer 
programs or series of instruc- 
tions, and includes the algorithm 
associated therewith; 


"Federal Court" means the Federal 
Court of Canada; 


Proposed Patent Law 


(References) 
New 
New 
New. Corresponds to 


US Code s 100(b). 


New 


(Proposal) 


"inventor" includes, in the case 
of an invention made by employees 
who make an invention while 
acting within the scope of their 
duties, those persons respon- 
sible for or substantially 
contributing to the formulation 
of the invention; 


"legal representatives" includes 
heirs, executors, administrators, 
guardians, trustees curators, 
tutors, assignees and all other 
persons claiming through or under 
inventors applicants for patents 
and patentees of inventions by 
operation of law; 


"Minister" means the Minister of 
Consumer and Corporate Affairs or 
such other Minister of the Crown 
as may be appointed by the 
Governor in Council to administer 
this Act; 


"patent" means letters patent for 
an invention; and, where regula- 
tions are passed pursuant to 
section 4(5) the rights arising 
upon the granting thereof pur- 
Suant to this Act; 


"patentee" means the person for 
the time being entitled to the 
benefit as owner of a patent for 
an invention and includes the 
legal representative of such 
person; 


"prescribed" means in respect of 
any matter referred to as "pre- 
scribed" under the Act, prescribed 
by regulation made by the 

Governor in Council pursuant to 
section 4; 


"process" means any process, art 
or method and includes a new 
use Of a known process or product; 


"product" includes any machine, 
article, apparatus or composition 
of matter; 


"regulation" includes prescribed 
forms; 


| 
| (References) 

; 

‘Corresponds to present 
definition under 
section 2 of the 
present Act except 
that the last 2 lines 


New. 

The existence of 
objects" are implied 
‘in the present Act 
under present section 


Present section 67(3) 
{ 


provides: "...patents 
}are granted not only to 
encourage invention but 
to secure that new 
inventions are worked in 
Canada without undue 
pestay-" 


| Proposed Patent Law 


(Proposal) 


"work on a commercial scale" 
means the manufacture of the 
product or the carrying on the 
process described and claimed in 
a specification for a patent in 
or by means of a definite and 
substantial establishment or 
organization and on a scale that 
is adequate and reasonable under 
the circumstances and in com- 
pliance with standards establish- 
ed by regulation. 


Policy “for, thesGrant! of. Patent Rights 


3 (D) 


This Act, and the granting of 
patents under it, shall be 
interpreted as being made in 
pursuance of the following 
objects: 


(a) that the economic and social 


welfare of Canadians would be 
served by the early develop- 
ment in Canada of innovation 
based on new inventions of 
benefit to Canada; 


(b) that recognition be given to 


(Cos) 


the importance of inventions 
and the contribution of 

inventors as the first stage 
of the process of innovation; 


that patent rights are granted 
not only in acknowledgment 

of the contribution of 
inventors, but also to assist 
the introduction of new 
technology through the work- 
ing of inventions in Canada 
on a commercial scale with- 
out undue delay in cases 
where this can be done 
etficiently; 


(dad) that the grant of an exclus- 


ive monopoly for a limited 
term be subject to such 
qualifications as are neces- 
sary in the public interest 
including provisions to avoid 
encouraging the establishment 
of industries which do not 
constitute the most effective 
use of Canadian resources; and 


Proposed Patent Law 


(References) 


Corresponds to present 
section 12 where 
indicated 


s.12(2hka 


S.12(1)b 


New 


New 


SL jie) 


(Proposal) 


that technical information 
relating to inventions or 
disclosed in patents be 
promptly disseminated to 
promote invention and 
innovation in Canada. 


(2). The Minister shall cause a4 1.eéepore 
to be prepared on the operation 
of this Act, reviewing both the 
implementation of the above 
objects and the objects them- 
selves, such report to be laid 
before the first session of 
Parliament convened 10 years 
after the coming into force of 
Chis Act. 


(c) 


(d) 


Regulation Power 


The Governor in Council, on 
the recommendation of the 
Minister, may make regulations 
as may be deemed expedient: 


for carrying into effect the 
objects, of this Act, or gto 
ensuring the due administra- 
tion thereof by the Commis- 
sioner and other officers and 
employees of the Patent 
Office; 


for carrying into effect the 
terms of any treaty, conven- 
tion, arrangements or 
engagement that subsists 
between Canada and any other 
country; and 


for giving directions pursu- 
ant to and consistent with 
this Act to the Patent 
Authority pertaining to any 
matters to be decided by such 
authority pursuant: to. this 
Act; 


for establishing procedures 
to be followed in proceedings 
before the Review Authority 
including, without limiting 
the generality of the fore- 
going; 


Proposed Patent Law 


(References) 
Corresponds in part 
to present section 
41(14)b 


Corresponds to present 
section 41(14)c 


Corresponds in part 


to present section 
41(14)e 


New 


Corresponds to general- 
izations on present 
section 12(1)c as 
indicated 


Bs i2(1)c(1) 


Sei2(t)c(iz) 


e.12(1)'c(iii) 


s.12(1)c(iv) 


4 (1) (d) 


(e) 


(f£) 


(g) 


(i) 


(ii) 


(Proposal) 


(i) the information to be 
contained in any 
application or notice, 


the form and manner of 
making of representa- 
tions to, and the 
adducing of evidence 
before the Authority, 
with respect to any such 
proceedings; 


(ii) 


providing for the making of 
representations to the 
Authority on behalf of the 
Government of Canada with 
respect to any proceedings 
under. this Act; and 


pertaining to any procedure, 
time limit or other matter 
assigned by this Act to be 
prescribed; and, 


in particular, but without 
restricting the generality 
of the foregoing, with 
respect to the following 
matters: 


the form of all documents, 
delivered to or issued by 
the Patent Office and the 
manner of delivery of such 
documents, including 
provisions for requiring 
multiple copies; 


the form of records kept 
by the Patent Office; 


(iii)the recording and pre- 


requisites for recording 
of all documents relating 
to any patent; 


(iv) the form and contents of 


any certificate issued 
pursuant to the administra- 
tion of this Act; 


Proposed Patent Law 


(References) 


S$.12 6b) ety) 


s.lL20lyc tw) 
Reference to possible 
deferral of fees is 
new. 


New 


Corresponds to present 
section 41(14)d in part 


Soa uo) 


New 


4(1) (g) (v) 


(2) 


(3) 


(Proposal) 


the fees that may be charged 
in respect of the taking 

of any step, or transaction 
or proceeding under this 
Act or under any rule or 
regulations made pursuant 
to this section, or in 
respect of any services 

or the use’ of any facrii— 
ties provided thereunder by 
the Commissioner or any 
person employed in the 
Patent Office; 


the payment of any fees 
assigned to be prescribed 
by the Act or prescribed by 
regulation made pursuant 
to this section, including 
the time when and the 
manner in which any such 
fees shall be paid or may 
be deferred and the cir- 
cumstances in which any 
such fees previously paid 
may be refunded in whole 
OF Ine part; 


(vi) 


(vii)extending time limits for 
the filing of any documents 
with the Patent Office in 
cases of postal disruption, 
Or Situations where hard- 
ship would arise through 
Strict application of time 
limits; and 


(viii)the form and manner of 
given any notice required 
or permitted under this Act. 


Any rule or regulation made by 
the Governor in Council is of 
the same force and effect as if 
it had been enacted herein. 


Any regulation relating to or 
establishing time or time limits 
for the doing of anything, or 
procedures to be followed within 
or before the Patent Office may 
assign power to the Commissioner 
to vary or implement such regula- 
tion by means of standing orders 
or directives or by the personal 
exercising of his discretion. 


Proposed Patent Law 


(References) (Proposal) 


New 4(4) All regulations under this Act 
and matters to be prescribed 
by the Minister shall be 
published in the Canada Gazette 
and in such other manner as is 
prescribed, at least 60 days 
prior to their approval by the 
Governor in Council or the 
Minister. 


New (5) Regulations may provide that 
in lieu of issuing actual letters 
patent, such letters patent 
shall be deemed to have been 
granted where the grant of such 
patent is entered in the 
records of the Patent Office. 


New (6) Where information is required to 
be provided pursuant to provis- 
ions of this Act, such informa- 
tion may be communicated in 
either of Canada's official 
languages, and regulations may 
further require translations 
into those languages of any 
documents. 


Adherance to Patent Cooperation treacy 


Corresponds to 5 The Governor in Council may make 
Copyright Act such provisions by way of regulation, 
section 47 with respect to the publication, 


processing, and examination of appli- 
cations as are necessary in order to 
qualify for Canada's adherence to the 
Patent Cooperation Treaty signed 

at Washington, 1970, and subse- 

quent revisions thereto. 


Date of Proclamation 


6ueThas Act shall come. into) £orces.on 
a day to be fixed by a proclama- 
ELON: 


Limited Duration for Granting of Patents 


Corresponds to 7 No patent shall be granted under 

Bank Act section 6 this Act following the twentieth 
day that Parliament is in session, 
after 10 years have passed from 
the coming into force of this Act. 


Proposed Patent Law 


(References) 


Replaces old s.2(d) 
(definition of invention) 
and s.28 (definition of 
patentability) 


Corresponds to EPT 
Article 52 


Corresponds to EPT 
Article 57 


Corresponds to EPT 
Article 56 and, in 
part, to US code 

s 103 


Replaces old s.28(1) 
(definition of patentable 
novelty) 

Corresponds to EPT 
Article 54(1) 


Corresponds to EPT 
Article 54(2) 


(Proposal) 


Chapter I 
Pacentabi lec 


Patentable Inventions 


10 A patent shall be granted on 
application for any invention 
which is: 


(a) susceptible of industrial 
application, 


(b) new, and 


(c) involves an inventive step. 


Industrial Application 


11 An invention shall be considered 
as susceptible of industrial 
application if it can be applied 
or used in any kind of commercial 
or industrial activity, including 
agriculture. 


Inventive Step 


12 An invention shall be considered 
as involving an inventive step 
if, having regard to the state 
of the art as of the priority date 
of an application it would not 
have been obvious to a person 
skilled in the art. 


Novelty 


13 An invention shall be considered 
to be new if it does not form 
part of the state of the art .as 
of the priority date of an appli- 
cation. 


State of the Art 


14(1) The state of the art shall be 
held to comprise everything 
made available to any member 
of the public anywhere in the 
world in a non-confidential 
manner by means of a written 
or oral description, by use, 
or in any other way, before the 
priority date of the application. 


(References) 


Corresponds in part 
rl Article 54(3 


New - added to 
EPT provisions 


New 


Replaces present 
section 45(1)-(9) 
(procedure before 
Patent Office and 
Federal Court to 
determine which of 
the applicants is 


Pne LTirst inventor). 


See also sections 
25(3) and 85(3) 


Lara. Vv, 


infra 


Proposed Patent Law 


14(2) Additionally, 
) of any application, 


(Proposal) 


the specification 
the prior- 


ity date of which is prior to or 
the same as the date referred 
to in subsection 1 and which 
becomes published under section 


40, 
part 


ca) 
£i0n 


shall be considered as 


of the state of the art. 


In applying an earlier applica- 


under subsection (2) 


against an application having 
a later priority date no 

account shall be taken of amend- 
ments to the earlier applica- 


tion 
date 


(4) 


filed after the priority 
of the later application. 


For the purposes of subsection 


(2), 


an earlier unpublished application 
filed by the same applicant shall, 


when 
(a) 
(b) 


the applicant 


so requests, and 

disclaims all rights under 
any patent granted on the 

later application for the 

period beyond the term of 

any patent granted on the 

earlier application; 


not be considered as part of the 
state of the art. 


Where two or more applications 


for the same or related inven- 
tions have the same priority 


date, 


thereof so requests, 


and any of the applicants 
subsection 


(2) shall not apply in respect 
of the application of such 


tion 


applicant, and such applica- 


shall be examined and 


allowed to issue to a patent 


without regard to the existence 
of the other applications. 


Proposed Patent Law 


(References) (Proposal) 


Effect of Secret Commercial 


Use on Patentability 


New - no corresponding 15(1) An invention shall not be 
reference under EPT considered to be new if it 
has been in commercial use 
by the sapplicant sonuby 
persons under whom the 
applicant claims the right to 
apply for a patent, 11 a Secreu 
or confidential manner (such 
as to not make the invention 
available to the public) where 
any such commercial use 
occurred before the prescribed 
period: prior to, the applicants 
priority date. 


(2) Where an invention was in secret 
commercial use during the period 
prescribed under subsection (1), 
the term of any patent issuing 
thereon shall not extend 
beyond nine years from the 
priority date of the patent. 


Nonprejudicial Disclosures 


Corresponds to EPT 16(1) For the application of section 

Article 55 13 a disclosure of the inven- 
tion shall not be taken into 
consideration if it occurred 
no earlier than the prescribed 
period preceding the priority 
date of the patent application, 
and if it was due sto;'-or von 
consequence of: 


(a) an evident abuse in relation 
to the applicant or his legal 
predecessor of confidence or 
duty; 


(b) the fact that the applicant 
or his legal predecessor has 
displayed the invention or 
made a presentation describ- 
ing the invention at an 
official exhibition or.pubilic 
meeting as may be prescribed; 
or 


Proposed Patent Law 


(References) 


(Proposal) 


Follows Ilsley recom- 16(1)(c) experimental activities 


mendations, Part VI, 
Bpeetaone2 (5), p2aris 
No corresponding 
reference in EPT 


(2) 


New - no corresponding (4) 
reference under EPT 


Replaces old s.28(3) 7 CL) 
(exceptions to 
patentability) 


necessarily carried out 

in public by the inventor, 
Or any person claiming under 
the inventor. 


Where an applicant asserts 
that a disclosure had occurred 
by reason of any of the facts 
set forth in subsection (1), 
the Commissioner shall in 
accordance with the prescribed 
procedure, decide for the 
purposes of proceedings before 
the Patent Office whether such 
facts exist. 


An appeal lies from a refusal 
by the Commissioner to 

accept that facts under 
subsection (1) exist and the 
Federal Court shall have 
exclusive jurisdiction to hear 
such appeal. 


Regulations may prescribe pro- 
cedures to be followed by a 
person proposing to carry on 
activities covered by 
subsection (1) by which a 
presumption of the application 
of subsection (1) shall arise. 


Exceptions to patentability 


Patents shall not be granted 
with respect to the following: 


(a) discoveries, scientific 


Corresponds to: 
EPT Article 52(2)a 


principles or theories, 
mathematical methods or 
algorithms; 


EPT Article 52(2)b (b) aesthetic creations; 


BPT Article 52 (2) (c) schemes, rules and methods for 


performing mental acts, play- 
ing games or doing business, 
and programs for computers, 

or use of computer programs; 


Proposed Patent Law 


(References) 


(Proposal) 


New - no corresponding 17(1)(d) a general or multipurpose 


reference under EPT 


computing or data processing 
apparatus adapted to execute 
a given computer program as 
an instance of an ability to 
execute a variety of computer 
programs; 


EPTBArEr cle 52:(2)d (e) presentations of information; 


EPT Article 53(b) (£) plant or animal varieties or 


essentially biological pro- 
cesses for the productions 
of plants or animals; this 
exception does not include 
microbiological processes 
or the products thereof; 


EPT Article 52(4) (g) methods for treatment of the 


Corresponds to EPT 2.) 
Artieles 523) 


This type of provision (3) 
was recommended by the UK 
Banks Report para 229 


Reflects the policy of (4) 
S.35 of the Interpretation 
ACie 


human or animal body by sur- 
gery or therapy and diagnos- 
tic methods practised on the 
human. or animalr body. ihis 
provision: shall wot apply to 
products; in particular 
substances or compositions, 
for use in any of these 
methods. 


The provisions of subsection 1 
shall apply to the subject 
matter or activities referred 
£0,4n thateprovisionvonic tte 
the extent to which a patent 
application or patent relates 
to such subjectmatter or 
activities as such. 


Regulations may prescribe fur- 
ther definitions as to what 
Shall or shall not be deemed 
to be exceptions to patent- 
ability both with respect to 
subsection (1) and otherwise. 


Regulations under subsection 
(3) shall not operate retro- 
actively against any patent 
previously granted or any 
application which has been 
already filed. 


Proposed Patent Law 


(References) 


Replaces present 
section 46. Corresponds 
Bo CMC ATE Z9 an: part 


Added for clarity 


(Proposal) 


Chapter 2 


Rights Accruing under Patents 


Prohibition of Direct Use 


of an Invention 


20(1) Upon the issue of a patent, all 
third parties not having the 
consent of the patentee shall 
be prohibited for the term 
thereof: 


(a) 


(b) 


In the case of a product, 
from making, offering, 
putting on the market or 
using the subject matter 
claimed in the patent, or 
either importing or stocking 
such product for these 
purposes; 


In the case of a process, 
from offering, putting on 
the market or using the 
subject matter claimed in 
the patent. 


(2) The effect of a patent under 
subsection (1) shall not 
extend to: 


(a) 


(b) 


(c) 


(d) 


any of the matters set forth 
in section 24. 


goods to which section 25 
applies 


a person who had acquired 
intervening rights under 
sections 50 or 51, “in 
respect of such rights; 


Her Majesty or any person 
designated or authorized 
under the provisions of 
section 56. 


(References) 


Corresponds to CMC 
Article 80) and: US 
Code. Ss 27 1(c) 


This is a deviation 
from CMC provisions, 


reversing the CMC 
policy: 


Proposed Patent Law 


(Proposal) 


Prohibition of Indirect Use 
of the Invention 


21(1) Upon issue of a patent, all 


third parties not having the 
consent of the patentee shall 
be prohibited from supplying 

or offering to supply a 

person, other than a party 
entitled to exploit the 
invention, with means, relating 
to an essential element, for 
carrying out an act prohibited 
under section 20 when: 


(a) these means are suitable 
solely for putting the 
invention into effect, or 


(b) the third party knows or 
ought to have known that 
these means are suitable 
and intended for putting 
the invention into effect. 


(2) The following persons shall be 
deemed as entitled to exploit 
the invention within the mean- 
ing of subsection (1): 


(a) persons performing the acts 
referred to an Section 24.01) 
to the extent permitted 
under section 24. 


(b) persons offering, putting 
on the market or using, 
or importing or stocking for 
such purposes, a product 
to which section 25 applies. 


(c) Her Majesty or any person 
authorized or designated 
under section 56. 


—_—. 


_— 
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(References) 


(Proposal) 


Rights to Protect Manufacture in 
Canada under a Patented Process 


New a2 (4) 
Replaces the similar 

right now available 

under present section 

46 


Corresponds in effect 
to present section 337 


in the US Customs Duty 
Act 


(2) 


(3) 


Where, during the term of a 
patent, persons are engaged in 
the importation of products di- 
rectly produced by the patented 
process outside of Canada, the 
patentee may, on presentation 
of the certificate issued 

under subsection (2), obtain 

an order from the Federal 

Court directing that such 
persons cease further import- 
ations of such products. 


Where a patentee, on the basis 
of evidence adduced before 

the Patent Authority, satisfies 
the Authority that a patented 
process iS being worked in 
Canada on a commercial scale 
the Authority shall issue a 
certificate to such effect. 


Upon issuing a certificate 
under subsection (2) the 
Authority may impose conditions 
pursuant to the following 
provisions: 


(a) the certificate may be for 


a limited period after which 
renewal may be required; 


(b) the patentee may be required 


to provide information 
returns as to the continued 
working of the process; 


(c) the certificate may be sub- 


ject to recall and cancel- 

lation for failure to main- 
tain a designated standard 

of working of the process; 

and 


(ad) such further provisions as 


(4) 


May be prescribed. 


An order under subsection (1) 
shall not apply with respect 
Lo. 


(References) 


New 


Corresponds to CMC 
Article 36 and the 
policy of -EPT 
Article 67. 


Proposed Patent Law 


22(4) (a) 


(b) 


oc) 


(d) 


(Proposal) 
goods to which section 25 appl: 


a person importing a product 
for use in accordance with 
any of the acts set out in 
section 24; 


a person who has acquired 
intervening rights under 
sections 50 or 51, in respect 
of such rights; 


Her Majesty or any person 
authorized or designated 
under section 56. 


(5) For the purposes of this section 
"patentee" shall be deemed to 
include persons holding an 
interest in the patent by 
compulsory licence under 
section (53, Ob this Acre, 


Interim Riqhts Conferred by a Patent 


Application after Publication 
23(1) Where: 


(a) 


(b) 


a patent application has 
been published under 
section 40 and 


examination has been reques- 
ted under section 43(4) (if 
such request is prescribed) 
the application shall prov- 
isionally confer upon the 
applicant from the date of 
publication, the right to 
claim compensation later 
from any person who has 

used the invention in cir- 
cumstances where that person 
would be liable for infringe- 
ment of an issued patent. 


(2) Such compensation shall not be 
due unless and until the 
patent actually issues and 
compensation shall be payable 
for the period after the 
person from whom compensation 
is claimed has actual notice 
of the patent application. 


| Proposed Patent Law 


(References) (Proposal) 


23(3) The rate of compensation shall 
be set on application by the 
Patent Authority on the basis 
of what a willing licensee 
would pay to a willing licensor, 
and the obligation to pay may 
be enforced by proceedings in 
the Federal Court, which shall 
have exclusive jurisdiction 
over such matters. 


orresponds to EPT (4) For the period up to issue of 
Barticle 69(2) the patent, the extent of the 
protection conferred by the 
patent application shall be 
determined by the latest filed 
claims on record. However, the 
patent as issued shall deter- 
mine retroactively the protec- 
tion conferred during pendency 
of the application, in so far 
as intervening rights have not 
been established under section 


B22 
ew - no corresponding (5) An applicant for a patent may 


reference under CMC apply to the Federal Court for 
‘ an interim order directing 


(a) that the defendant keep 
account of his use of the 
invention as claimed; anda 


(b) that provision for security 
be made. 


(6) An order under subsection (5) 
may issue upon such conditions 
imposed on the applicant as the 
Court deems necessary. 


(7) The Court may, on the applica- 
tion of a party in proceedings 
under this section direct that 
the Patent Office expedite 

‘ prosecution of the application. 


(8) The payment of any compensation 
by a person under this section 
: shall not relieve such person 
from the consequences of infrin- 
gement of a patent granted 
under this Act. 


(References) 


New 
Corresponds to 
CMCHATEiciet3s1 


CMC Arbicie si (a) 
CMC Articte Si (bd) 


further qualified 


New. '9EMC Artzele 
31(c)} further 
extended 


Corresponds to 
present section 23 


Added for clarity 


New 


| 
Proposed Patent Law 


Actions not Constituting Infringement 


24(1) Notwithstanding any other 
provisions in this act, a pates 
shall not be deemed to extend 
to prevent or affect the 
following: 


(a) 


(b) 


(d) 


(1) acts specified by Article 


(ii) acts specified by Article 


Ce) 


(Proposal) 


acts done for private, non- 
commercial purposes; 


acts done for experimental 
purposes which do not pre- 
judice directly a patentee's 
ability to exploit the patent 
commercially; 


the administration of a 
medicine or its preparation 
in individual cases for such 
use; 


the use of any invention in 
or for any ship, vessel, 
aircraft of land vehicle of 
any other country entering 
Canada temporarily or accid- 
entally if such invention is 
employed exclusively for the 
needs of the ship, vessel, 
and not so used for the manu- 
facture of any goods to be 
vended within Canada and, 
More particularive 


5 of the Paris Convention 
for the ProtectionsoL 
Industrial Property; or, 


27 of the Convention of 
International Civil 
Aviation of 7 December 
1944; 


the importation of a product 
which is ultimately exported,| 
either by itselt., ionsatter | 
incorporation in a step of 
manufacturing; 


(References) 


New 


Similar in principle 
m> section 17(2) of 
this proposed law. 


Bamilar in principle 
BO section 16(4) of 
this proposed law. 


New 
Corresponds to 
eMC Article 32 
in principle. 


Proposed Patent Law 


(Proposal) 


24(1)(£) a product manufactured in 


Canada for export and which 
is actually exported; 


(g) the use of a process for 


(2) 


ey, 


2541) 


the purpose of manufacturing 
in Canada a product for export 
where such product is actual- 
ly exported. 


The exceptions created under 
subsection (1) shall apply to 
the subject matter or activities 
set out there in only to the 
extent that such activities are 
restricted to the exceptions 
listed. 


Regulations may prescribe pro- 
cedures to be followed by which 
prima facie presumptions of fact 
may arise as to whether activi- 
ties fall under subsection (1). 


Exhaustion of Patent Rights 


Once .4 patentee; jor any person 
deemed under this section rela- 
ted to the patentee has caused 
specific goods which either: 


(a) constitute a product, or 


(b) have been produced by means 


(2) 


of a process 


falling within the scope of a 
claim of the Canadian patent to 
be introduced into the market 
anywhere in the world, no action 
for infringement and no proce- 
edings under section 22, includ- 
ing proceedings in respect of 

an order made there under, may 
thereafter be taken with respect 
to such actual specific goods 

as originated with the patentee 
or related person. 


For the purposes of this section 
a person is deemed related to the 
patentee if, at the time such 
goods are introduced into the 
market: 


(References) 
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(Proposal) 


25(2) (a). that person has or had an 


interest in or under the 
patent; 


(b) that person has or had title 


(c) the business of such person 


(d) the business of the patentee 


(e) both the business of such py 


(3) 


(2) 


wey 


to or an interest in or unde 
any corresponding foreign 
patent for the same inventio 
obtained 


C1) by the patentee; 
(ii) by a person under whom ¢ 
patentee claimed the ric 
to file the Canadian or} 
foreign patent; or, 
(iii) by a person claiming unde 
the patencee, 


owned or controlled, direct! 
or indirectly, by the patent 
Or 


owned or controlled, direct.| 
or indirectly by such perso}, 


son and the business of the 
patentee are owned or direc 
controlled by a third persq@ 


Where two patents for the sam 
invention, or for subject mat 
which is not patentably dif- 
ferent, issue by reason of th 
application of sections. 714 (49 
or 14(5), the patentees anda 
persons holding an interest i, 
or under each such patent, 
shall be deemed related for t 
purposes of proceedings in 
respect of such’ patents. 


Regulations may further defin 
when a person shall be deemed 
related to the patentee. 


This section shall operate nec 
withstanding conditions or 

limitations with respect to t 
sale of goods imposed upon a 
person by the patentee or by 
related person on introducing« 
goods into the market or ther 
after. 
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(References) 


rom eet gk Se OF Sa 
rticle 63 provides 
0 years from filing 


ew-follows general 
nternational practice 


lew-recommended 
Yy Economic Council 


25 (6) 


26 (1) 


(2) 


(3) 


(4) 


(Proposal) 


Where goods are introduced into 
a market subject to local 
patent rights, a prima facie 
presumption shall arise that 
such goods have originated with 
a related person. 


Term of Protection of a Patent 


The rights accorded by a patent 
grant shall, so long as returns 
are made and maintenance fees 
are paid in accordance with 

the provisions of subsection 
(2) and (3) extend for an 
initial period of 9 years from 
the priority date of the 
application and, subject to 
section 27, for a further exten- 
sion of 5 years, unless earlier 
terminated under the provisions 
OLBENLS AC. 


Maintenance fees, in prescribed 
amounts, Shall be paid prior to 
end of the third, sixth, ninth 
and twelth year from the 
priority date of an application 
or a patent unless deferred as 
prescribed. 


At the time of payment of the 
Maintenance fees established 
under subsection (2), or within 
the prescribed period thereafter, 
and at such other times as the 
Minister prescribes the appli- 
cant or patentee shall submit 
such information returns as 

the Minister prescribes pro- 
viding information available to 
the patentee pertaining to the 
invention and its use and 
activities of the patentee 
related thereto. 


Upon failure to pay a mainten- 
ance fee or file a return pur- 
suant to subsections (2) or (3), 
the application shall be deemed 
abandoned and in the case of a 
patent the term shall expire. 


Proposed Patent Law 


(References) 
Required by the 2ON>) 
Paris Convention, 

Artie lessSbis> (2) 


New. Completes 
provisions of 
preceding 
section 26 


27eCe) 


(a) has as of the end of the 9th 


(2) 


(3) 


(Proposal) 


The Commissioner on being 
satisfied, on an application 
made by the patentee in the pre 
scribed manner that failure to 
pay a fee or make a return at 
the times established under 
subsections (2) or (3) was 
unintentional, may extend 

such time limits for a further 
period of up to 6 months. 


Conditions (Lor Cont mnuaccan 
of Patent Rights 


The rights accorded under a 
patent shall terminate at the 
end of the ninth year from the 
priority date of a patent, 
unless the patentee: 


year from the priority date 
commenced and is continuing 
to work the invention for 
which such patent issued, on 
a commercial scale in Canada, 
and 


causes a declaration to be 
filed within the period pro- 
vided by subsection (3) 
setting forth facts believed 
to constitute working of the 
invention in Canada on a 
commercial scale as of and 
continuously from the end of 
the 9th year from the priority 
date, together with prescribe 
particulars thereof. 


Following the end of the 9th 
year from the priority date, th 
rights accorded under a patent 
shall cease when the patentee 
ceases to work the invention on 
a commercial scale in Canada. 


The declaration required under 
subsection (1) may be filed at 
any time following the end of 
the 9th year from the priority 
date, unless the patentee has 
received a notice pursuant to 
Subsection (4), in which case 
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(References) 


27 (3) 


27 (4) 


(5) 


orresponds in part 
to definition under 
meresent section 2. 


(6) 


(a) 


(b) 


(Proposal) 


the declaration must be filed 
within the prescribed period 
following the giving of such 
notice, 


The Commissioner shall on the 
request of an interested person, 
at any time after the 9th year 
from the priority date of a 
patent by notice in writing 
addressed to the patentee and 
to every person who has an 
interest in such patent regis- 
tered under section 81, advise 
the patentee and such persons 
that a declaration pursuant to 
subsection (1)(b) is required 
to be filed within the prescri- 
bed period from the date of 
such notice. 


For the purposes of this section: 


"patentee" shall be deemed to 
include any persons authoriz- 
ed by the patentee or by 
compulsory licence under this 
Act to work the invention in 
Canada; and 


"work on a commercial scale" 
means the manufacture of a 
product or the use of a pro- 
cess falling within the scope 
of a claiman.a patent,..in or 
by means of a definite and 
substantial establishment or 
organization and on a scale 
that is adequate and reasonable 
under the circumstances, and in 
accordance with such standards 
as may be prescribed by regu- 
lation pursuant to this section. 


Regulations made pursuant to 
subsection (5) shall apply to 
issued patents only insofar as 
provision is made for a period 
of at least 3 years from the 
date of proclamation of such 
regulations for compliance 
therewith. 


Proposed Patent Law 


(References) 


Corresponds to present 
section 2 o:(1)> in -part 


New. Replaces present 
section 33 


New. Corresponds to 
the definition of 
‘inventor’ herein 


Corresponds to the 
definition of 
applicant under 
present section 2. 


Corresponds to 
present section 
20 (1) 


New 


(Proposal) 
Chapter 3 


Application Requirements 
for Acquiring a Patent 


Entitlement to a Patent 


30(1) An application for a patent for 
invention may be made by: 


(a) the inventor thereof or his 
legal representative; 


(b) in the case of a joint inven- 
tion, any one of the inven- 
tors thereof, or the legal 
representative of any of 
such inventors; 


(c) the employer of persons 
constitutim the employees 
responsible for or substan- 
tially contributing to the 
formulation of the invention, 
where such persons made the 
invention while acting within 
the scope of their duties; 


(d) any person entitled to an 
interest in the invention 
which includes the right to 
apply for a patent thereon, 
acquired from any of the 
above or from Her Majesty 
whether by assignment or by 
operation of law 


where such person otherwise qua- 
lifies under subsection (2), and 


(e) Her Majesty the Queen in the 
right of Canada pursuant to 
the Public Servants Inven- 
tions Act. 


(2) A person shall be deemed to 
qualify under subsection (1) 
to apply for a patent only 
where he is a national of, or 
a person domiciled within the 
jurisdiction of any convention 
country. 


Proposed Patent Law 


(References) 


Corresponds to pre- 
sent sections 12(l)c 
and 32 


Corresponds to prer- 
sent section 35 and 
fo EPT Article 81 


Corresponds to 
EPT Article 80 


Corresponds in 
part to present 
Rule 20 


New 


30(3) 


31 (1) 


(2) 


(3) 


921) 


(Proposal) 


Regulations may prescribe pro- 
cedures by which an applicant 
may establish his qualifica- 
tions under subsections (1) and 
(2), for the purpose of procee- 
dings before the Patent Office. 


Form of Application 


Every application for a patent 
shall be made in the prescrib- 
ed form and shall be filed in 
the prescribed manner. 


Every application shall recite 
the facts by which under 
section 30 the applicant is 
qualified to apply for a 
patent, including designation 
of all inventors, and such 
further information as is 
prescribed. ; 


Every application for a patent 
shall include a specification 
in the form prescribed under 
section 34 disclosing the 
invention for which it is 
intended to obtain a patent. 


All documents and any communica- 
tions with the Patent Office 
may be made in either the Eng- 
lish or French languages, but 
regulations may provide for 
consistent use of one language 
only. 


Designation of Inventors 
in Applications 


An application shall not be 
held invalid by reason of 
failure of the applicant to 
constitute or identify all of 
the inventors, provided that 
at least one such person or 
inventor is properly named and 
that the applicant holds or 
has acquired an interest in 
the invention, 


Proposed Patent Law 


(References) (Proposal) 
Corresponds to present 32(2) Where an application is filed 
section 33:(3) naming more than one inventor, 


and it subsequently appears 
that one or more but not all, 
of the named inventors has had 
no part in the invention, the 
application may be amended to 
delete reference to the impro- 
perly named inventor with the 
consent of that person. 


Corresponds to present (3) Where an application is filed 

section 33(4) and it subsequently appears 
that one or more further 
inventors should have been 
named, the application may be 
amended to insert such further 
reference with the consent of 
the previously named inventors. 


New - Replaces present (4) Where 
section 33(2) 
(a) a person refuses or is 
unable to grant consent; or 


(b) an applicant refuses to 
apply for an amendment 


under this section, the Federal 
Court shall have exclusive 
jurisdiction to “direct; .on 
application by any interested 
party, that an amendment may 

be made under this section in 
the absence of such consent. 


PEIOFity Date 


New 33(1) Subject to subsection (2), the 
date of filing of an application 
under section 31 shall consti- 
tute the priority date of an 
application and of any patent 
issuing thereon. 


Corresponds to present (2) Where an application filed in 

section 29 (1) Canada is accompanied by a spec- 
ification which conforms with a 
disclosure filed with a corres- 
ponding application, first filed 
in a Convention country within 


Proposed Patent Law 


(References) 


Corresponds to Paris 
Convention, Stockholm 
Revision Article 4C(4) 
and EPT Article 87(4) 


Corresponds to Paris 
Convention, Stockholm 
Revision Articles 4A(1) 
and 41(2) and EPT Article 
87 (1) 


New 


Corresponds to present 
sections 35 and 36(1), 
to EPT Article 83, and 
to EPT Rule 27 


33(2) 


34 


(3) 


(4) 


(5) 


(1) 


(Proposal) 


the prescribed period prior to 
the filing date of the Canadian 
application, such application 
shall have a priority date as if 
it had actually been filed in 
Canada on the date when the 
corresponding application was 
EVES tea ea 


Regulations may define when 
specifications conform under 
subsection (2) and shall pro- 
vide deadlines and procedures 
by which a priority date under 
subsection (2) may be establish- 
ed before the Patent Office. 


The filing of an application 

in a Convention country which 
is subsequently abandoned with- 
out having been made available 
to the public shall for the 
purposes of subsection (2) 

be deemed not to have occurred. 


"Application" for the purposes 
of subsection (2) includes an 
application for a patent, or 
for registration of a utilizy 
model formla tievlity certita= 
cate, or for an inventor's 
certificate. 


Disclosure Requirements for a 


Patent Specification 


The requirements for disclosure 
of an invention in the specifi- 
cation shall be prescribed by 
regulation subject to the 
objects set forth below: 


Disclosure Requirements at 


Time of Filing an Application 


At the time of filing, the 
specification accompanying a 
patent application shall 
disclose and identify an 
invention and an instance of 
its application so as to, 
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(References) 


34 (1) (a) 


(b) 


Corresponds in part 
to present sections 
35tand 73612) 


(2) 


New, - corresponds 
tov EPI Rute: 28 


Corresponds to present 
section 36:()); 

EPT Article 83 and 

BP Rae: 27 


(3) 


(a) 


(b) 


(ce) 


(Proposal) 


allow either the principle, 
or an application of ithe 
invention to be understood 
and applied by a person 
skilled in the art; 


enable a search of the state 
of the art to be made to 
determine if the invention is 
patentable; and 


include a claim or claims 
defining the processes or 
products incorporating the 
invention and over which the 
applicant seeks to obtain 

an exclusive right; 


In the case of products prepared 
by use of a microbiological 
process, the specification 
shall, at the time of publica- 
tion under section 40 refer to 

a source approved by regulation 
where samples of the relevant 
microorganism may be obtained. 


Disclosure Requirements of 
Specification at Time of Issue 


At the time that a request for 
grant of a patent is made pur- 
Suant to section 44 the specifi- 
Cation shall 


describe the invention and 
the principle or technical 
effect by which it achieves 
its advantageous results; 


disclose the best mode or 
modes known to the appli- 
cant for applying the inven- 
tion to useful ends; and 


particularly describe the 
application of the invention 
for use in one or more pre- 
ferred embodiments so as to 
demonstrate the principle or 
technical effect of the 
invention, and the mode or 
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(References) 


New - corresponds to 
present section 36(1) 


Corresponds to present 
section 36(2), to EPT 
Article 84 and EPT Rule 
29 


(Proposal) 


34(3)(c) modes of its application as 


contemplated by the applicant; 


in such full, clear and accurate 
terms as to enable any person 
skilled in the art to which the 
invention pertains (or with 
which it is most closely connec- 
ted) to understand and apply 
the same, and shall be free 
from: 


(d) avoidable obscurity or 
ambiguity, and 


(e) erroneous mistatements 
likely to deceive. 


Delineation of the 


Scope of Monopoly 


34(4) The specification shall also, 


at the time that a request for 
grant of a patent is made 
pursuant to section 44: 


(a) particularly indicate and 
identify the aspects and 
characteristics of: 


(i) the invention; 


(ii) the preferred embodiments 
described; and 


(iii)all embodiments of the 
invention contemplated 
by the applicant 


which are new and which dis- 
tinguish the invention and 
its application from the most 
closely related prior art as 
then known to the applicant; 
and additionally, 


(b) include a claim or claims 
which state distinctly and 
in explicit terms the pro- 
ducts and process that the 
applicant regards as new and 
embodying the invention, and 
over which the applicant 
claims an exclusive right. 
Such claims shall: 
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(References) 


Corresponds to present 
jurisprudence in Canada, 
USA and UK 


Presently required by 
Rules 27A and 31(1)d 


Corresponds to 
EPT Article 85 


Corresponds to 
present section 40 


ie 


Sy 


(Proposal) 


34(4) (b) (i) extend only to products 


or processes embodying 

the invention as disclosed 
in the specification apart 
from the claims; 


(ii) not extend to products 
or processes forming part 
of the state of the art 
existing as of the appli- 
Gants ‘priority date; and 


(Lil) not “extend to®producis on 


processes which, having 
regard to the state of the 
art as*+ of“the pricrety 
date of the application, 
would have been obvious 

to a person skilled in 

the art, 


setting forth such information 
inva full) cléar “and accurece 
manner, free from avoidable 
obscurity or ambiguity likely 
to confuse. 


Provision for Preparation 
of Abstracts 


Regulations may require the pre- 
paration by the applicant of an 
abstract indicating the appli— 
Cation of the invention.) an 
abstract shall not govern the 
legal interpretation of a 
specification. 


Provision of Evidence, Models 
and Samples on Request 


The Commissioner on his own ini- 
tiative or on application by 

any person, may require such 
evidence of the operability 

Or utility of embodiments of 

the invention as he sees fit 
including: 


(a) in all Gases: in which’ the 


invention admits of demon- 
stration by model, a model 

of convenient size exhibiting 
its several parts in due 
proportion; and 


(References) 


Proposed Patent Law 


(Proposal) 


36(1) (b) when the invention is a 


(2) 


S771) 


(3) 


(4) 


composition of matter or 
requires the use of a micro- 
organism, specimens of the 
ingredients or microorganisms 
and or the composition, 
sufficient in quantity for 
the purpose of experiment. 


Models, ingredients, micro- 
organisms or composition shall 
not be delivered to the Patent 
Office unless so required by 
the Commissioner. Where a 
model, ingredients, micro- 
organisms or composition are 
requested by the Commissioner 
and are of an explosive or 
dangerous character, they shall 
be furnished with due pre- 
cautions. 


Liability for False Disclosure 


Where by reason of any false 
statement, false suggestion or 
inaccuracy in’ a speciticarion 
introduced knowingly or reck- 
lessly by an applicant, a person 
suffers loss or injury, he shall 
be entitled to obtain compensa- 
tion from such applicant or from 
anyone acquiring the application 
or patent containing such false 
suggestion. 


The Federal Court shall have 
exclusive jurisdiction to en- 
force rights arising under 
subsection (l). 


The limitation period within 
which action to recover such 
compensation may be commenced 
shall extend for 3 years from 
the date of such loss or 
injury, but in any event, no 
later than 10 years following 
the end of the patent term. 


No compensation shall be recov- 
erable for injury occurring in 
the course of infringement of 
the patent, or an attempt to 
infringe the patent. 


(References) 


New as a Statutory 
provision. Present 
rule 52 allows only 
certain limited 
amendments. 


Proposed Patent Law 


37105) 


38 (1) 


(2) 


(3) 


(4) 


(Proposal) 


Compensation shall be limited 
to the loss that would accrue 
to a prudent and observant man 
who would mitigate such injury 
or loss on recognition that the 
patent contained a false state- 
ment, false suggestion or in- 
accuracy. 


Amendment to Disclosure 


Amendment to a specification 
accompanying an application or 
a patent, apart from the claims, 
may be made on application to 
the Patent Office by an appli- 
cant or patentee at any time 

so as to correct errors or add 
further information related to 
the invention or its applica- 
tLOn~ 


The Patent Office shall accept 
and enter in its records any 
amendment made in accordance 
with the provisions of this 
section. An amendment made 
under subsection (1) shall be 
effective as of the time that 
it is entered in the records of 
the Patent Office. 


Amendment to Broaden a Claim 


Any claim in an application may 
be amended at any time during 
the prescribed period after the 
priority date of the applica- 
tion to broaden the scope of 
products or processes covered 
by the claim, so long as the 
amended claim complies with the 
provisions of subsections (5) 
and (6). 


Amendment to Narrow a Claim 


Any claim in an application or a 
patent may be amended at any 
time to narrow the scope of pro- 
ducts or processes covered by 
the amended claim, so long as 
the amended claim complies with 
the provisions of subsections 
(5). and G6), 


(References) 


Proposed Patent Law 


(Proposal) 


Prerequisites to Amendment of 
a Claim 


38(5) An amended claim introduced 
under subsection (3) or (4) 
shall 


(a) be supported by the original 
disclosure from which prior- 
ity is claimed, or 


(b) be supported by amendments 
to the disclosure which 
conform with the original 
disclosure from which 
priority is claimed. 


Definition as to when 
Disclosures Conform 


(6) Amendments to the disclosure 
shall be deemed to conform with 
the original disclosure where 


(a) such amendments demonstrate 
further applications of the 
principle of the invention 
as Originally disclosed; or 


(b) such amendments provide fur- 
ther information as to the 
application of the invention 
originally disclosed. 


but where, in any event, 


(c) such amendments do not con- 
stitute an inventive step | 
over the original disclosure 
from which priority is claimec 
on the basis of the state of 
the art as of the priority 
date. 


Proposed Patent Law 


(References) 


(Proposal) 


Amendment to Designation of 


Inventors after Grant of a Patent 


New 39} 
(2) 
(3) 
New 39A (1) 


Where a patent has issued on an 
application naming more than one 
inventor, and it subsequently 
appears that one or more but 
not all, of the named inventors 
has had no part in the inven- 
tion, subject to section 39A(1l), 
the patent may be amended on 
application to the Patent 
Office to delete reference to 
the improperly named inventors 
with the consent of those 
persons. 


Where a patent has issued on 
an application naming more 
than one inventor and it sub- 
sequently appears that one or 
more further inventors should 
have been named, subject to 
section 39A(1), the patent may 
be amended on application 
before the Patent Office to 
insert such further reference 
with the consent of the pre- 


viously named inventors. 
Where a person refuses to grant 
consent under this section the 


Federal Court shall have ex- 
clusive jurisdiction to direct 
on application that an amend- 
ment may be made under this 
section in the absence of 

such consent. 


Amendments after Revocation 


Proceedings are Commenced 


No application for amendment of 
a patent may proceed before the 
Patent Office while proceedings 
for revocation of the patent are 
pending before the Federal Court 
unless the presiding Judge so 
consents. 


Proposed Patent Law 


(References) 


Corresponds to 39A (2) 


UK section 30(2) 


(3) 


Replaces present 39B(1) 
section 38 


(Proposal) 


Where a judge of the Federal 
Court on the application of 
the patentee during the course 
of proceedings has, pursuant 
to section 76, referred a 
proposed amendment to the 
Commissioner for his advice, 
the Commissioner shall before 
giving such advice advertise 
such reference in the pres- 
cribed manner so as to give 
notice thereof to the public 
and shall give for any persons 
who may wish to make written 
submissions thereon an oppor- 
tunity to do so. 


Copies of written submissions 
delivered under this section 
shall be forwarded to the 
patentee, and the patentee 
shall be given an opportunity 
to comment thereon. 


When requested by the person 
making a submission under sub- 
section (2), the identity of 
such person shall not be dis- 
closed to the patentee or form 
part of any public record: 


Division of an Application 
for a Patent 


The patent specification accom- 
panying an application shall be 
directed to: 


Corresponds to (a) a single invention only; or 


EPT Article 82 


(b) to a group of embodiments 


(2) 


or inventions so linked as 
to be related to a single 
general inventive concept. 


In any action or other proceed- 
ing, a patent shall not be 
deemed to be invalid by reason 
only what .it«isydarected to oF 
has been granted for more than 
one invention. 


Proposed Patent Law 


(References) 


Corresponds to present 
section 38(3) and Paris 
Convention, Stockholm 
Revision, Article 4F 
and 4G 


39B(3) 


(Proposal) 


Where a claim is made under 
section 33(2) to multiple 
priority datess ands the 
applicant so requests within 
the prescribed period or 
where uncertainty exists as 
to whether a specification is 
directed to 


(a) a single invention; or 


(b) a group of embodiments or 


(5) 


inventions other than as 
set out in subsection (1)b, 


the Commissioner may direct 

that the patent shall be limited 
to a single invention or group 
of embodiments only, and that 
the invention or inventions 
otherwise described in the 
application may be made subject 
of one or more divisional 
applications. 


Where a divisional application 
has been directed under sub- 
section (3), such application 
shall be filed before a request 
for grant of ‘a patent on the 
earlier application has been 
filed under section 45. 


Divisional applications shall 
be deemed to be separate and 
distinct applications under 
this Act. Such an application 
shall be entitled to the same 
priority date as the original 
application, or, in the case 
of a claim to multiple priority 
dates, to the priority date of 
the earliest application to 
which: it conforms. 


(References) 


New - Corresponds 
my EPT Article 93 


Corresponds to 
present section 10 


New 


Corresponds to 
EPT Article 149 (6) 


40 (1) 


(2) 


(3) 


(4) 


Proposed Patent Law 


(Proposal) 
Chapter 4 


Proceedings Before 
the Patent Office 


Publication of a Patent 
Application 


A patent application together 
with any amendments thereto, 

if not then abandoned under 
subsection (5), shall be 
published by the Patent Office 
forthwith after the expiry of 
the prescribed period from the 
priority date. Nevertheless, 
at the request of the applicant 
the application may be published 
before the expiry of the period 
referred to above. 


Regulations may prescribe the 
manner by which applications 
shall be published, which shall 
at’ least provide for publication 
by means of laying open the 
application for inspection by 
the public. 


Members of the public shall be 
entitled to obtain copies of 
all documents published under 
this section upon payment of 
the prescribed fee. 


Regulations may provide for 
the publication forthwith 
after receipt by the Patent 
Office of: 


(a) the name of the applicant; 


(b) the tite of the invention; 


(c) the Canadian filing date and 


number of the application; 


(a) the priority date; 


and may provide for publication, 
after the period prescribed in 


Proposed Patent Law 


(References) (Proposal) 


A0 (4) “subsection (lj); of correspon— 
dence between the applicant 
and the Patent Office and 
other documents arising in the 
course of examination of the 
application. 


Right to Abandon an Application 


(5) An applicant may, at any time, 
by notice in writing abandon his 
application and if abandonment 
is made ‘prior to publication 
under subsection (1) then no 
publication shall be made under 
that subsection. 


Replaces present Secrecy for Patent Applications 
sections 20(6)-(16). Relating to the Safety and 
Corresponds to Ilsley Security of Canada 
proposals Part IV, 
Section 30, p 54% 41(1) Where an application for a 
patent is made in respect of an 
Identification of invention that is one of a cate- 
Security - Related gory established and communicated 
Applications to the Patent Office by a 


prescribed agency as being 
relevant for the safety and 
security of Canada: 


(a) the application shall be held 
in secrecy; 


(b) the agency shall be given 
notice in writing that the 
application is being so held; 
and, 


(c) the application shall be made 
available to such agency 
for inspection. 


Evaluation of Security (2) Within three months of the 

Relevance of Applications receipt of the notice under sub- 
section (1), the agency shall 
consider whether the safety or 
security of Canada would be 
prejudiced by publication or 
communication of information 
with respect to the invention. 


Proposed Patent Law 


(References) 


Zontinued Secrecy of 
Pending Applications 


Prosecution and 
Misposition of Secret 
Applications 


Release of Obligation 
@x Secrecy 


41 (3) 


(6) 


(7) 


(Proposal) 


Where the agency considers 
that the safety or security of 
Canada would be so prejudiced, 
the Commissioner shall be so 
advised in writing and infor- 
mation shall not be published 
or communicated with respect 
to the invention without prior 
authorization of the agency. 


Upon receipt of advice from 
the agency under subsection 
(3) the Commissioner shall 
cause the application and 
invention, and all information 
pertaining thereto to continue 
to be kept in secrecy. 


Unless the agency directs 
that the application may be 
examined and prosecuted to 
allowance or rejection under 
section 45, with, cue, pune. 
cation and grant of the patent 
being withheld, the Commis- 
sioner shall cause the appli- 
cation to be kept in a sealed 
packet without examination 
beyond the stage reached as 
of the time of the receipt by 
the Commissioner of the 
direction, until such time as 
a further direction Has been 
made by the agency. 


Where at any time the agency 
considers that the safety or 
security of Canada would not 
be prejudiced and that the 
application may be proceeded 
with as otherwise provided in 
the Act, the Commissioner 
shall be so advised in writing. 


Upon receipt of a written 

direction made pursuant to 
subsection (6) the Commis- 
sioner shall: 


(a) treat any restriction imposed 


with respect to the applica- 
tion under this section as 
at an end, and 


Proposed Patent Law 


(Proposal) 


41(7)b) cause the application to be 


dealt with as otherwise pro- 
vided in this Act, and may 


(c) subject to such conditions as 


(References) 
(8) 
Secrecy Order to (9) 
Bind Applicant 
(10) 


he thinks fair, extend the 
time for doing anything 
required or authorized to be 
done by or under this Act in 
connection with the applica- 
tion, whether or not’ that 
time has previously expired. 


In the case of an application 
prosecuted to allowance under 
subsection (5), such allowance 
shall, on resumption of procee- 
dings under subsection (7)b, be 
withdrawn pending publication 
of the application pursuant to 
section 40,’and examination of 
such application shall not be 
resumed until after the pres- 
cribed period following such 
publication: 


Upon receipt of advice from the 
agency under subsection (3) 
the Commissioner shall issue 
and deliver a secrecy order 
directed to the applicant 
informing him not to publish 
information with respect to 
the invention, or to communi- 
cate such information to any 
person unless authorized by 
the Commissioner to do so. 


From and after the receipt of 
the secrecy order by the appli- 
cant he shall be deemed, for 
the purpose of the Official 
Secrets Act, to be a person 
having in his possession or 
control information relating 

to the invention that has been 
entrusted to him by a person 
holding office under Her 
Majesty; and the communication 
of any of the said information 
by him to any person other than 
to one to whom he is authorized 
by the Commissioner to communi- 
cate it, shall be an offence 
under section 4 of that Act. 


Proposed Patent Law 


(References) 


Annual Reconsideration 
of Security 


| mefault in Annual 
_ Reconsideration 


(Proposal) 


41(11) Where the agency has issued 


(13) 


(14) 


advice to the Commissioner 
pursuant to subsection (3), 
the authority shall reconsider 
the question established under 
subsection (2) within the 
calender year following the 
year within which the appli- 
cation was filed in Canada, 
and at least once in every 
subsequent calendar year. 


On each occasion that the 
question is so reconsidered 
the agency shall inform the 
Commissioner of the con- 
clusion of the reconsidera- 
tion. 


If upon reconsideration of the 
question as aforesaid or at 
any other time it appears to 
the agency that the publi- 
cation or communication of 
information with respect to 
the invention would no longer 
be prejudicial to the safety 
or security of Canada, the 
authority shall give notice 
to the Commissioner to that 
effect. 


If in any year subsequent to 

the year in which the applica- 
tion was filed, the Commissioner 
has not been informed pursuant 
to subsection (12) on or before 
the 3lst day of December of 

that year, he shall, after 
giving the agency the prescribed 
notice and failing further 
direction from the agency 
within the prescribed period, 
deal with the application as 

if notice had been given to 

him under subsection (13). 


Proposed Patent Law 


(References) (Proposal) 
Revocation of 41(15) Upon receipt of a notice made 
Secrecy Order pursuant to subsection (13) 


the Commissioner shall: 


(a) treat any restriction imposed 
with respect to the applica- 
tion under this section as 
at end; 


(b) cause the application to be 
dealt with as otherwise pro- 
vided in this. Act. 


(c) revoke the secrecy order and 
inform the applicant of such 
revocation; 


and may, 


(d) subject £0 such, conditions 
as he thinks fair, extend 
the time for doing anything 
required or authorized to be 
done by Or under this Act an 
connection with the applica- 
tion, whether or not wena. 
time has previously expired. 


Compensation for Use (16) When an application in respect 

by Her Majesty of which a secrecy order has 
been issued, has been found 
allowable for grant of a patent, 
then, during the continuance 
in force of such secrecy order, 
if any use of the invention is 
made by or on behalf of Her 
Majesty the provisions of 
section 56 of this Act shali 
apply to that use as if the 
patent had been granted for 
the invention. 


(17) During the continuance of the 
secrecy order any hearing on 
an application for compensation 
by reason of the use described 
in subsection (16) shall be 
held in camera, unless the 
agency directs otherwise. 


(References) 
Compensation for Hard- 


ship arising from 
Secrecy Order 


| Defence of Invalidity 


‘Corresponds to present 
sections 4(2), 6 and 
1g] 


Reverses the effect of 
present section 42. 
Corresponds to S-2504 
section 137 


41 (18) 


(19) 


(20) 


42(1) 


Proposed Patent Law 


(Proposal) 


If a secrecy order has been 
issued in respect of an appli- 
cation that applicant may, 
after his application has been 
found to be allowable, claim 
compensation from the Govern- 
ment of Canada for such hard- 
ships as resulted from the 
secrecy order in an amount to 
be set by the Patent Authority, 
in the prescribed manner. 


Her Majesty may oppose any 
application under subsections 
(16) or (18) for compensation 
on the ground that any applica- 
tion found allowable pursuant 
to, subsection 05) would. 22 
issued to a patent, be revo- 
cable. 


For the purposes of section 27 
and 53, an application which 
has been held in secrecy 
pursuant to this section shall 
be deemed to have as its prio- 
rity date, the date upon which 
such application is released 
from secrecy. 


Examination of Applications 


The Commissioner shall make 
provisions for the reception 
and examination of applications 
for patents within the Patent 
Office to determine whether a 
patent should be granted in 
compliance with the provisions 
GL this ACT. 


In proceedings before the 

Patent Office, the burden shall 

be on the applicant to establish 
that, on the basis of the appli- 
cation made, a patent should be 

granted under this Act. 


Proposed Patent Law 


(References) (Proposal) 


Right of Applicant to Amend 


42(3) An applicant shall be given an 
opportunity to overcome objectr | 
ions to his application in 
accordance with prescribed 
procedures, including the | 
making of amendments to the | 
specification in accordance | 

‘ 
| 
| 


{ 


with section 38 and the filing 
of a request pursuant to 
sections 14(4) and 14(5). 


\ 


New - permits deferral (4) Regulations may prescribe the | 
of examination. procedures to be followed in 
Corresponds to S-2504 the course of the examination | 
sections 191, of applications under subsection; 
(1) and may further provide | 
LOE: 


(a) postponement of examination 
of applications unless the 
applicant requests that 
examination proceed; 


(b) a period of time after publi- 
Cation of “an application 
within which a request for 
examination must be made; 


(c) a time for filing of a request) 
that examination proceed where’ 
the Commissioner is satisfied | 
on the application of an | 

interested party that it is | 

in the public interest that 
examination of an application | 


is not postponed; 


(d) time periods within which an 
applicant must respond to | 
objections to the application; | 


(e) the submission by the appli- 
cant at any time throughout 
the period that the applica- 
tion is pending before the 
Patent Office, of: 


ee ee 


Corresponds to present (1) information pertaining to 
Rule 39 and to Sr2504 the nature and extent of 
sections 115(a) (1), use of the invention known 


and 131 (b) 2 by the applicant; 


ee ee ee ee ee ee 


LLL LLL 


Proposed Patent Law 


(References) 


New 


r 


New - adopts an informal 


_ procedure now in effect 


under rules 12 to 15 


Corresponds to EPT 


| Article 115 


(Proposal) 


42(4) (e) (ii) information relating to 


the invention and the state 
of the art known or acquired 
by the applicant in the 
course of preparing 

the Canadian application, 

Or acquired in the course 

of the preparation or pro- 
secution of corresponding 
applications in foreign 
countries; 


(i111) information relating to 
proceedings with respect 
to corresponding applica- 
tions or patents in foreign 
countries; and 


(iv) such further information as 
is prescribed to the extent 
that such information is 
available to the applicant. 


(£) criteria for allowance of 


(5) 


43 (1) 


applications in accordance 
with the disposition of 
corresponding applications 
before designated foreign 
patent offices. 


Regulations under subsection (4) 
May establish conditions to be 
accepted by the applicant in 
order to gualify thereunder, and 
failure to comply with any re- 
quirements established by 
regulation under subsection (4) 
may result in the application 
being deemed abandoned if the 
regulations so provide. 


Procedure for Intervention to 


Oppose Grant of Patents 


After publication of an applica- 
tion, any interested person may 
within the time prescribed, 
intervene to oppose issuance of 
a patent by delivering to the 
Patent Office written submiss- 
ions and documentary evidence in 
the prescribed form, in support 
of any allegations of fact 
supporting grounds for refusal 
of the application. 


| 
Proposed Patent Law 4 


(References) 


43(2) 


(4) 


(6) 


(7) 


(Proposal) 


Copies of written submissions 
and evidence delivered under 
this section shall be forwarded | 
to the applicant, and the | 
applicant shall be given an | 
opportunity to comment thereons 


Disputed issues of fact, raised. 
under subsection (1), shall =be 
decided by the Commissioner in 
accordance with the prescribed | 
procedure. | 


When requested by the interven- 
ant, .the’ identity oLesuch 
intervant shall not be disclosed 
to the applicant nor form parti 
Of any pubivic recora: 


The Commissioner may, there- 
after provide for either party 
to introduce further evidence 
and make further submissions at 
any time thereafter with resp- 
ect to the submissions of the 
other party or inquiries by the 
Patent. OLLIce: 


No communication shall be made 
to the Patent Office in respect 
of an application after, com. | 
mencement of the procedure undée@ 
this section unless disclosed ta! 
all participating parties. 
The Commissioner shall on reques 
of an intervenant after grant of | 
a patent based upon an applicati| 
which the intervenant opposed, 
make provision for the prepara- | 
tion and delivery of written 
reasons regarding submissions 
filed under this section in so 
far as they relate to the 
disposition of such application 


Every intervenant who objects 
to the issuance of a patent whi¢) 
he opposed by intervention under) 
this section may, within a time@ 
to be prescribed following grant 
of the patent, apply to the 
Federal Court for an order rea 
voking the patent. 


Proposed Patent 


(References) 
43 (9) 
Replaces the forfei- 44 (1) 
ture and reinstatement 
procedure under 
present section 75 
| (2) 
| 
| (3) 
. 
(4) 


Corresponds to present (5) 


section 42 


Law 


(Proposal) 


the presumption under section 
74 shall not operate during 
proceedings under subsection 
lates 


Allowance of Applications and 
Request for Grant of a Patent 


Where, in accordance with the 
provisions under section 42, 4c 
is determined that an applicant 
is entitled to be granted a 
patent, the Commissioner shall 
cause the applicant to be 
notified. 


The applicant shall be given 
an opportunity following the 
notice under subsection (1) 

to request grant of a PaLencs 


Unless the applicant 


(a) requests withdrawal of the 


notice of allowance and 
files an amendment (if other- 
wise permitted) to his 
application; or, 


(b) requests grant of a patent, 


within the prescribed period 
from the notice under subsection 
(1), the application shall be 
deemed abandoned. 


Grant of a Patent 


Where the applicant so requests 
within the prescribed period 
following the notice under 
subsection (1) the Commissioner 
shall cause a patent to be 
granted. 


Rejection of Applications 


Where, in accordance with the pro- 
visions under section 425 i. te 
determined that an applicant is 
not entitled to be granted a 
patent, the application shall be 
refused, and the applicant not- 
ified in the prescribed manner. 


Proposed Patent Law 


(References) 


New - adopts an informal 
procedure now in effect 


Replaces 
present section 
42, reversing 
the onus 


(Proposal) 


Review of the Refusal 


of an Application 


45(1) The Commissioner may maintain 


an advisory board within the 
Patent Office to be known as 
the Industrial Property Advis- 
ory Board, The composition of 
this Board shall be prescribed 
by regulations which may pro- 
vide for the Commissioner to 
appoint members, from time to 
time, from 


(a) the staff of the Patent 


Office 


(b) persons qualified to practice 


as patent agents before the 
Patent Office, or 


(c) persons qualified to prac- 


(3) 


tice as solicitors or bar- 
risters before the Federal 
Court. 


Where an application for review 
is made within a prescribed 
time following refusal of an 
application under section 44 
(5), the Board shall’ if se 
directed by the Commissioner, 
review de novO and make recom- 
mendations to the Commissioner 
regarding whether a patent 
should be granted on such 
application with or without 
any amendments thereto. 


The Commissioner, after receiv- 
ing any recommendations of the 
Board ‘arising rom its initial 
considerations or any recon- 
sideration directed by the 
Commissioner, shall, unless he 
is satisfied that an applicant 
is entitled under this Act to 
the grant of a patent, direct 
that no patent be issued on the 
application and forthwith cause 
the applicant to be so notified 
in the prescribed manner. 


(References) 


Corresponds to 
present section 
44 


f 

New. Replaces 
present section 48. 
See also section 

| 71 (2) infra 


New 


Proposed Patent Law - 


45 (4) 


(6) 


46 


47 (1) 


(2) 


(Proposal) 


The Commissioner shall, upon 
request by an applicant refuse 
issuance of a patent cause to be 
prepared and delivered within 
the prescribed period, written 
reasons setting forth the 
grounds for such refusal. 


Every applicant who has failed 
to obtain a patent by reason of 
a refusal of the Commissioner 
to grant it may, within the 
prescribed period, appeal from 
the decision of the Commissioner 
to the Federal Court. 


The Commissioner may refer a 
guestion of law relating to a 
principle regarding the grant 
of patents to the Federal Court 
on a stated case for a declara- 
tion to be heard either jointly 
with an appeal under subsection 
(5) or otherwise. 


Validity OL Patents 


Every patent granted and every 
patent for which an amendment 
has been entered pursuant to 
sections 38, 39, 76 or 77 shall 
be deemed valid until terminated 
or revoked pursuant to this Act. 


Review of Patentability upon 
Discovery of New Art after 
Grant of a Patent 


After grant of a patent, any 
interested person may apply 

in the prescribed manner for 
review of the validity of a 
patent, based upon documentary 
evidence existing as of the 
priority date but not previously 
considered during examination of 
the application leading to such 
patent. 


No application may be made under 
subsection (1) by an applicant 
who was aware of such documentary 
evidence during the period pre~ 
scribed under section 43 (1) SCE 
intervening to oppose issuance 

of a patent. 


Proposed Patent Law 


(References) 


7(3) An application under subsection | 


(1) 


(a) 
(b) 


kc) 


(d) 


(e) 


(Proposal) 


shall include: 


a request for review; | 
copies of the alleged 
relevantsprion ace. 


a written submission alleging) 
the grounds upon which it is 
submitted that the prior aru 
would have affected the form | 
of the patent as allowed, had} 
it then been available; 


' 


| 
i] 
| 
i 
| 
4 
t 
iT 
| 
| 
\ 
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| 


particulars as to how the new} 
prior art and its relevance 
to the patent, came to the 
applicant's attention; 


such other information as may) 


be prescribed. 


(4) Copies of the written submission 
and relevant evidence filed witl 
an application under this sectit 


Shall be forwarded to the pat- 
entee, 
be given an opportunity to 


and the patentee shall 


comment thereon. 


(5) 


When requested by the applicant; 
the identity of the applicant | 


shall not be disclosed to them 


patentee or form part. of any 
public record. 


(6) 


The Commissioner may thereafter 


provide for either the appli- 
cant or patentee to make sub- 
missions with respect to the 
submissions of the other party 
Or inquiries by the Patent 
Office including proposals 

for amendments to the patent 
specification. 


Proposed Patent Law. 


(References) (Proposal) 


47(7) After all submissions have been 
received, the Commissioner 
shall cause a written opinion 
with reasons to be issued indi- 
cating whether the patent would 
have issued either in the form 
as granted, or with the amend- 
ments proposed under subsection 
(6), in view of the new available 
documentary evidence. 


(8) The opinion and reasons issued 
under subsection (7) shall form 
part of the public record kept 
by the Patent Office with 
respect to the patent. 


(9) After issuance of the opinion 
of the Commissioner, the appli- 
cant may, within the prescribed 
time, commence proceedings under 
Chapter 7 before the Federal 
Court to obtain revocation of 
the patent. 


(10) Proceedings under subsection 
(9) shall be based upon the 
patent specification existing 
as of the date that the appli- 
cation for review was made under 
subsection (1) and no account 
shall be taken of amendments 
thereafter made to the patent 
under subsection 44. 


(11) This section will come into 

| force on a date designated by 

order in council and may be 
suspended and reinstated there- 

| after at any time by order in 

council. 


(References) 


Replaces present 
section 58. 
Corresponds in 
part “to CMC 
Article 34 


Proposed Patent Law 


OMAR) 


(Proposal) 


Chapter 5 


Qualifications on Patent Rights 
Intervening Rights - Independent 


Acquisition 


Where, prior to the date on 
which an invention has been 


(a) published under section 40, 


(b) described in a publication 


in the english or french 
language generally available 
in Canada or as otherwise 
prescribed, or 


(c) put into commercial use in 


(2) 


Canada, 


a person has taken steps in 
Canada to work the invention 

in Canada, he shall acquire 
intervening rights with respect 
to such invention and any 
patent issuing thereon. 


A person entitled to claim 
intervening rights with respect 
to an invention shall be deemed: 


(a) to have the consent of the 


patentee to do any of the 
things otherwise prohibited 
under section 20, except 
the importation of patented 
products, and 


(b) for the purposes of section 


(3) 


25, to be related to the 
patentee in respect of any 
application or use of such 
invention. 


Where a person has acquired 
intervening rights under this 
section by taking steps in 
Canada tO Garry out.an acu 
vity which would infringe any 
Single claim of a patent, he 
shall be deemed to have 
intervening rights under all 
claims of a patent. 


(References) 
50 (4) 
51(1) 
(2) 
Corresponds to (3) 


S-2504 section 152 


Proposed Patent Law 


(Proposal) 


No rights may be acquired under 
this section by way of commu- 
nication of knowledge of the 
invention known to have origin- 
ated from the inventor. 


Intervening Rights Arising 
Through Amendment or 


During a Grace Period 


Where a person after the publi- 
cation of an application takes 
steps in Canada to work the 
invention in Canada in a manner 
which would not infringe a 
claim of the application, such 
person shall be deemed to have 
acquired intervening rights 
with respect to such application 
and any patent issuing thereon, 
notwithstanding any amendment 
made pursuant to section 38 £3): 


Where a person intervenes to 
oppose issuance of a patent 
pursuant to section 43, he 
shall be entitled to acquire 
intervening rights under sub- 
section (1) by taking the 
steps set out in subsection 
(1) at any. time atter publa~ 
cation, up to within the 
prescribed period from the 
termination of procedures 
under section 43. 


Any person who takes steps in 
Canada to apply the invention 
for commercial use in Canada 
following the failure of an 
applicant or patentee to 
comply with section 26 (2), Or 
2643) shall, 16,3 further 
period is granted under 
section 26(5), be entitled 

to intervening rights with 
respect to the application 

or patent involved. 


Proposed Patent Law 


(References) (Proposal) 
Transfer of Intervening Rights 


New 52(1) Intervening rights are personal 
to the person who caused the 
steps by which such rights 
arise to be taken. 


(2) Such’ rights may nou ber Lranc= 
ferred to other except Lor: 


(a) transfers to persons who are 
successors to the business 
in respect of which such | 
rights arose, or 


(6). transter stouwhicnm the 
patentee consents in 
Wrlewnc: . 


(3) Regulations may prescribe form- 
alities required, to ~eéfiect a 
transfer under subsection (2) 
and for the registration of 
particulars, of such a transfeus 


Compulsory Licence for 


Nonworking | 
t 
Corresponds to 53(1) The Commissioner shall on the 
present section request of an interested person, 
67 (2).2 at any time after the 7th year 


Fromsthe priority, datesor.a 
patent, by notice in writing 
addressed to the patentee, | 
advise the patentee that a | 
declaration is required to be 
Filed within the prescribed | 
period from the date of such 
notice, setting-forth: 


(a) whether the invention for 
which the patent issued is 
being worked in Canada on 
a commercial scale; and 


(b) the facts believed to cons- 
titute such working of the 
invention together with 
prescribed particulars 
thereof. 


——— 


(References) 


Proposed Patent Law 


wate) 


(Proposal) 


Following the prescribed period 
established pursuant to sub- 
section (1), the Authority 
shall grant pursuant to the 
provisions of section 58, on 
application by any interested 
person a licence for such 
person to work the invention 
in Canada unless the patentee 
has, within the aforesaid 
prescribed period: 


(a) filed a declaration pursuant 


to subsection (1); and 


(b) applied to the Authority for 


(3) 


a ruling that: 


(i) the invention is being 
worked in Canada on a 
commercial scale, or 


(ii) there is a reasonable 
prospect that the invention 
will likely be worked in 
Canada by the end of the 
9th year from the priority 
date of the patent without 
grant of a licence under 
this section. 


Where the patentee has made an 
application pursuant to sub- 
section (2)b within the time 
prescribed, the Authority 
shall rule whether the facts 
set out in subsection (2)b(1i) 
or (2)b(ii) exist. 


Where the patentee, subsequent 
to the period prescribed, files 
a declaration under subsection 
(1) stating that the invention 
is being worked as set forth 

in that subsection, and applies 
to the Authority for a ruling, 
the Authority shall rule 
whether the invention is being 
worked in Canada on a commer- 
cial scale. 


Proposed Patent Law 


(References) 


53'G5)) 


(6) 


(7) 


(8) 


Corresponds to 
section 27(5) of 
this proposed law 


(b) 


(a) 


(Proposal) 


Where a patentee makes an appli- 
cation pursuant to subsections © 
(2)b or (4), any application 

for grant of a licence pursuangg 
to this section shall be | 
adjourned pending the decision © 
of the Authority under sub- 
sections (3) or (4). 


If the Authority rules pursuant . 
to subsections (3) or (4) that 
the facts as asserted have 

been established to exist, any 
application for a licence undeg@ 
this section then pending shall © 
be rejected. 


| 
! 
| 
| 
i 
| 
j 
{ 
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If the Authority rules that the | 
patentee has failed to establish} 
the facts asserted pursuant to 
subsections (3) or (4), the 
Authority shall grant pursuant 
to the provisions of section 
58 any application for a 

licence under this section then 
pending. 


For the purposes of this 
section: | 


"patentee" shall be deemed 
to include any person 
authorized by the patentee 
or by compulsory licence 
under this Act to work the 
invention in Canada; 


( 
"work on a commercial scale" | 
means the manufacture of the | 
article or the carrying on 

of the process falling within 
the scope of a claim ina 
patent, in or by means of a 
definite and substantial 
establishment or organization 
and on a scale that is ade- 
quate and reasonable under 

the circumstances, and in 
accordance with such stand- 
ards as may be prescribed 

by regulation pursuant to 

this section. 


Proposed Patent Law 


(References) 


Corresponds to 
section 27(6) of 
this proposed law 


New. Recommended by 
Economic Council. 
_Corresponds in part 
| to Ilsley proposals 
impart VIII, 
section 2(2) (f£) (ii), 
. page 75 


(Proposal) 


53(9) Regulations made pursuant to 


54 (1) 


subsection (8)b shall apply 
to an issued patent only in- 
sofar as provision is made in 
such regulations for a period 
of at least 3 years for com- 
pliance therewith. 


Licences for Complementary 
Inventions 


Any person who has acquired a 
patent for an invention and 
proposes to work the invention 
in a manner which: 


(a) is included within the scope 


of any of the claims of such 
patent, and 


(b) might involve infringement 


(2) 


(b) 


of another patent, 


may file with the Authority an 
application in the prescribed 
form and manner for a compul- 
sory licence to use the 
invention for which the other 
patent issued by working such 
invention in Canada. 


After giving the owner of the 
other patent an opportunity 
to make submissions with 
respect to an application 
hereunder, the Authority 
shall grant pursuant to the 
provisions of section hue) 
compulsory licence to do the 
things requested in the aADpLI~ 
cation unless the Authority 
is satisfied: 


(a) that the issue of such 


licence would substantially 
prejudice lawful working 

in Canada of the other 
patented invention; 


that the invention associated 
with the patent held by the 
applicant is of minor com- 
mercial significance to the 
public of Canada in comparison 
to the other patented inven- 
tion; Or, 


Proposed Patent Law 


(References) 


Present sections 41(1) 
and (2) are repealed. 
The principles of 
present sections 41(3) 
to (16) are retained, 
subject to the changes 
noted. 


Section 55(1) corres- 
ponds to present 
section 413) 


Corresponds to present 
section 41(4) 


(Proposal) 


54(2)¢c) that the applicant may 


(3) 


aol) 


(2) 


reasonably work his inven- 
tion, on AaAipraceical, 
commercial scale without 
use of the other invention. 


The Authority may impose as a 
condition upon the applicant 
who accepts a compulsory 
licence hereunder an obligation 
to issue a cross-licence 
between the parties under the 
patents in issue. 


Licences for Food 
and Medicine 


In the case of any patent for 

an invention intended or capable 
of being used for the prepara- 
tion. or productionsoretood, 

the Authority shall, unless it 
sees good reason to the contrary, 
grant to any person applying 

for the same a licence limited 
to the use of the invention 

for the purposes of the prepa- 
ration or production «of .ftoad 

and its). Gistriabution. 


Where, in the case of any patent 
for an invention intended or 
capable of being used for medi- 
Cine or for the preparation or 
production of medicine, an 
application is made by any 
person for a licence to do one 
or more of the following things 
as specified in the application, 
namely: 


(a) where the invention is a 


process, to use the invention 
for the preparation or pro- 
duction of medicine, import 
any medicine in the prepa- 
ration. or production of 

which the invention has been 
used or sell any medicine in 
the preparation or produc- 
tion of which the invention 
has been used, or 


(References) 


| Corresponds to part 
of present sections 
41(3) and (4) 


The delay of 6 
months under 

\"section 41(5) 

has been omitted 


New. 

This codifies the 
present practice, 
but only for the 
interim licence 


Proposed Patent Law 


(Proposal) 


55(2)(b) where the invention is other 


(4) 


(5) 


than a process, to import, 
make, use or sell the inven- 
tion for medicine or for the 
preparation or production of 
medicine, 


the Authority shall grant to 
the applicant a licence to do 
the things specified in the 
application except such, in 
any, of those things in respect 
of which it sees good reason 
not to grant such a licence. 


In settling the terms of the 
licence granted under subsec- 
tion (1) and (2) andrin ioixiae 
the amount of royalty or other 
consideration payable, the 
Authority shall have regard to 
the desirability of making the 
food or medicine available to 
the public at the lowest 
possible price consistent with 
giving to the patentee due 
reward for the research 
leading to the invention and 
for such other factors as may 
be prescribed. 


At any time after the day on 
which a copy of an application 
to the Authority pursuant to 
subsection (2) is served on 
the patentee in the prescribed 
manner, the Authority shall 
grant to the applicant on 
request an interim licence to 
do such one or more of the 
things specified in the appli- 
cation as are specified in the 
request. The Authority shall, 
upon granting an interim 
licence, forthwith serve upon 
the patentee a notice stating 
that such interim licence has 
been granted. 


In settling the terms of an 
interim licence granted pursuant 
to subsection (4), the amount of 
the royalty shall be set ata 
rate of 4% of the net selling 
price of the medicine in final 
packaged form. 


Proposed Patent Law 


(References) 


Corresponds to present 
section 41(8) 


Corresponds to present 
section 41(9) changed 
to allow an indefinite 
number of interim 
licences 


Corresponds to present 
section 41(10) 


Corresponds to present 
section 41(11) 


55 (6) 


(8) 


(Proposal) 


The Authority shall not grant 
an interim licence pursuant to 
subsection (4) unless the 
applicant has filed with the 
Authority a guarantee bond 
satisfactory to the Authority 
payable to Her Majesty in 
right of Canada, to secure the 
payment by the applicant of 
the royalties or other consi- 
deration that may become 
payable to the patentee under 
the interim licence. 


Subject to subsection (8), an 


interim licence granted pursuant 


to subsection (4) shall have 
effect according to its terms 
for an initial period, not 
exceeding six months from the 
day on which the interim 
licence is granted, specified 
by the Authority in the licence 
and may, in prescribed circums- 
tances, be renewed by order of 
the Authority for a further 
period or periods not indivi- 
dually greater than six months. 


An interim licence granted to 
an applicant pursuant to sub- 
section (4) ceases to have 
effect 


(a) where the Authority grants 


a licence to the applicant 
pursuant to his application 
made under subsection (2), 

on the day on which such 
licence becomes effective; or 


(b) where the Authority rejects 


(2) 


such application, on the 
expiration of the period 

for which the interim licence 
is then in effect. 


A decision of the Authority 
with respect to an interim 
licence is final for all pur- 
poses and is not subject to 
appeal or to review by any 
COUr TL. 


Proposed Patent Law 


(References) (Proposal) 

‘lorresponds to present 55(10) Where an application is made 

section 41(13) pursuant to subsection (2) or 
a request is made pursuant to 
subsection (4), the Authority 
shall forthwith give notice 
of such application or request 
to the Department of National 
Health and Welfare and to any 
other prescribed department or 
agency of the Government of 
Canada. 


ftorresponds to present (11) Nothing in this section or in 
section 41(16) any licence or interim licence 
granted pursuant to this section 
shall be construed as conferring 
upon any person authorized to 
prepare, produce, import or 

sell any medicine contrary to, 
or otherwise than in accord- 
ance with, the requirements of 
the Food and Drugs Act and the 
regulations thereunder and of 
any other law applicable 
thereto. 


4 


New. Refers to 
ection 55(5) of 
this proposed law 


Replaces present 
section 19. 
Corresponds in 
part to Ilsley 
proposals Part IX, 
B99 


(12) 


The term "net selling price" 

as used herein shall mean 

that price charged any arm's 
length customer after deduc- 
tion of allowances for returns, 
sales tax or other tax forming 
part of the price and required 
to be remitted to any govern- 
mental authority. 


Government Use of Patented 
Inventions 


56(1) In this section: 


(a) “Her Majesty" means Her 


Majesty acting either in 
the right of Canada or in 
the right of any Province 
of Canada. 


(b) "Minister" means any 


Minister of a department 

of the Government of Canada 
designated by order in 
council to act under this 
section. 


Proposed Patent Law 


(References) 


56 (2) 


(3) 


New (4) 


,) 


(Proposal) 


Her Majesty may at any time 
do anything specified under 
sections 20 or 21. 


Her Majesty may authorize any 
person to do anything specified 
under sections 20 or 21 or 
otherwise subject to an order 
under section 22 for the benefit 
or purposes of Her Majesty. 
Such authorization shall be in 
writing and may be made either 
before or after any acts have 
been done under such authori- 
zation. 


The Minister may, in pursuance 
of any agreement or arrangement 
made with a government of a 
foreign country authorize the 
government of that country or 
any person designated by that 
government to make use and sell 
any subject matter claimed in 

a patent in respect of matters 
relating to defence purposes 

of that-country “or such other 
government purposes as are 
approved by order in Council. 


On the making, use or sale of 
any subject matter claimed in 
a patent or the granting of 
any authorization under this 
section the patentee shall: 


New (a) be informed by Her Majesty 


or the fact forthwith? and: 


New in respect of (b) be entitled to reasonable 


claims under prior 
agreements 


(6) 


compensation from Her 
Majesty for use of the 
subject matter claimed in 
the patent, including 
compensation as to save the 
patentee harmless from any 
claims arising from prior 
licence agreements by 
reason of such making, use 
or sale. 


Compensation, in the absence 
of agreement, shall be fixed 


by the Authority. 


Proposed Patent Law 


(References) 


New 


These provisions are 
taken from Ilsley 
mart VIII, section 2, 
p 74, deleting the 
working and importing 
provisions 


Corresponds to present 
section 67(2)c, and 
Ilsley, part VIII, 
section 2(2)c 


Corresponds to present 
section 67(2)d, and 
Bisley, part VIII, 
mection 2(2)f£ (11) 


56 (7) 


(8) 


Me AND 


(2) 


(Proposal) 


No compensation shall be payable 
to a patentee under subsection 
(5) in respect of any use 
pursuant to section (2). (3) 

or (4) of subject matter claimed 
in a patent except insofar as 
claimed within the three year 
period following the time that 
patentee received actual 

notice of such making use. 


No action for infringement lies 
in respect of any activities 
carried out by any person 
pursuant to authorization 
granted under this section. 


Compulsory Licences in the 
Public Interest 


Any interested person may apply 
to the Authority upon any one 

or more of the grounds specified 
in subsection (2) for an order 
for the grant of a licence 

under a patent, or in antici- 
pation of the grant of a patent 
to do anything otherwise prohi- 
bited under sections 20 or 22. 


Under subsection (1) an appli- 
cation may be made of any of 
the following grounds: 


(a) that a demand for the paten- 


ted product or process in 
Canada is not being met on 
reasonable terms; 


(b) that by reason of the refusal 


of the patentee to grant a 
licence or licences on reason- 
able terms the establishment 
or development of commercial 
or industrial activities in 
Canada is unfairly prejudiced; 
Or; 


Proposed Patent Law 


(References) 


Corresponds to present 
section 67(2)e and f 

and, Bisley, pare Vier, 
section 2.02) 0 Ge) and: (a1) 


New - not included 
in Ilsley 


(Proposal) 


57(2)c) that by reason of any condi- 


tion imposed or sought to be 
imposed by the patentee: 


(i). Upon. the. Oran & votes 


licence or licences in 
respect of the patent; or 


(ii) upon the purchase, hire or 


use of the patented 
product or process, 


the manufacture, use or sale 
by any person of any article 
not protected by the patent 
is unfairly prejudiced; or 
the establishment or develop- 
ment of commercial or indus- 
trial activities in Canada 

is unfairly prejudiced. 


(3) For the purposes of subsection 
(2) the following shall not 
constitute reasonable terms 
and shall be presumed to un- 
fairly prejudice commercial or 
industrial activities in Canada: 


(a) 


(c) 


terms more onerous than those 
imposed on licensees in 
respect of a corresponding 
patent in a foreign country; 
or 


terms as to royalty payments 
or otherwise which are unduly 
burdensome on the licensee, 
seriously impairing his abi- 
lity to compete with the 
patentee, where the patentee, 
through prior licence royal- 
ties and profits from exploi- 
tation of the invention has 
more than recovered the costs 
allocable to Canada of inven- 
ting and innovation associated 
with the invention. 


such further matters as are 
prescribed. 


part VIII, 
| 


| 


New 


Corresponds to Ilsley, 


part VIII, 


New 


Proposed Patent Law - 


(References) 


These remedial qualifi- 
sations are new, 
aot expressly included, 
their effect is inherent 
in the Ilsley proposal, 
gart VIII, section 
4(2) (a) and (b) 


Corresponds to Ilsley, 
section 2(5) 


section 6 


while 


57 (4) 


(Proposal) 


Subject as hereinafter provided 
the Authority may, if satisfied 
that any of the grounds afore- 
said are established, make an 
order pursuant to the provisions 
of section 58 for the grant of 

a licence in respect of the 
patent, where, in the opinion 

of the Authority, such grant is 


(a) likely to correct the condi- 


tion constituting the ground 
under which a licence is 
sought; 


(b) in the absence of such grant 


such condition is likely to 
continue; and 


(c) in the opinion of the Autho- 


(5) 


(7) 


rity, it isa the pub bic 
interest that such a licence 
be granted. 


An application under this section 
may be made by any person not- 
withstanding that he is already 
the holder of a licence under 
the patent; and no person shall 
be estopped from alleging any 
of the matters specified in 
subsection (2) of this section 
by reason of any admission 
made by him, whether in such a 
licence or otherwise, or by 
reason of his having accepted 
such a licence. 


The Authority shall upon 
request by a party following 
grant or refusal of a licence 
deliver within a prescribed 
period written reasons as to 
the grounds upon which licence 
was granted or refused. 


For the purposes of this section, 
"patented product" includes: 


(a) the product of a patented 


process; and 


(b) an article incorporating a 


patented product. 


Proposed Patent Law 


(References) 


New. Replaces 
present section 68. 
Corresponds to 
Tisiey pare VibLL, 
Sec hion its wep a> 


Follows in part 
recommendation of 
the Economic Council 


New 


Reverses the Ilsley 
proposal apart VILL, 
section 2(4) 


Corresponds to Ilsley, 
Parts Vili is: S02 wr 776 


5 oteh)) 


(2) 


(5) 


(6) 


(Proposal) 


Conditions and Compensation 
on Grant of Licences 


The Authority shall have juris- 
diction on the grant of a 
licence under sections 53, 54 
and 57 to impose such conditions 
under the licence as it deems 

oa ey 


On issuing a licence, the Autho- 
rity may impose an interim 
royalty, subject to further 
proceedings to establish the 
amount of compensation. 


In determining compensation to 
be paid under the licence the 


Authority shall set as a royalty 


an amount: equivalent to that 
which the Authority deems would 
be paid by a willing licensee 
to a willing licensor. 


The Authority shall have juris- 
diction on application by 
either the licensor or licensee 
to vary conditions and compen- 
sation established pursuant to 
subsections (1) or (2) where 
circumstances not contemplated 
under the prior licence arise. 


The Authority may authorize the 
transfer of a licence on such 
terms as it deems fit. 


In issuing a licence, the Autho- 
rity may by order suspend or 
amend the operation of any prior 
licence and all terms and condi- 
tions related thereto, whether 
granted by consent of the patente 
Or pursuant to the provisions of 
this Act, insofar as such pricom 
licence applies to activities 
subject to a licence under 
sections 53, 54 or 57. 


(References) 


Yew 


ee 


New. Antidumping 
orovisions 


( 


Underlined portion is 

‘tthe only change, replacing 
“under competitive 
conditions" 


59 (1) 


(2) 


(3) 


(4) 


(5) 


Proposed Patent Law 


(Proposal) 


General Provisions Respecting 


Statutory Licences 


The Federal Court shall have 
exclusive jurisdiction to en- 
force payments and compliance 
with any terms established under 
a licence issued pursuant to 
secvtione 55,645 1755 57 2%oress. 


The provisions of section 25 
shall continue to apply during 
the period that a licence 
issued under sections 53, 54, 
55050 ‘oe 58) is cextante 


Where a licence has been issued 
under sections. 53, 54 A/5a.or 

57, the patentee and any related 
person within the definition of 
section 25(2) shall be prohibited 
from introducing patented goods 
into Canada at a price which is 
below the normal value for which 
such goods are being sold by 

the patentee or by such related 
person, in a country where the 
goods enjoy patent protection. 


Where a licence has been issued 
under= sections) 37) 1545455400 Car 
and the patentee or any related 
person causes patent goods to 
be imported into Canada, the 
provisions of the Antidumping 
Act shall, subject to the pro- 
visions of subsection (5), 
apply to such goods. 


For the purposes of subsection 
(4), section 9(1)b of the Anti- 
dumping Act shall be deemed to 
read as follows: 


"5(1) Subject to subsection (5), 
the normal value of any 
goods is the price of 
like goods when sold by 
the exporter, 


(b) in the ordinary course 
of trade for home consump- 
tion under protection of 


dt Ee a a Lr ae eae | 
exclusive patent rights." 


Proposed Patent Law 


(References) 


Defines "infringement" 


Replaces present 
section 56(1) 


New. Corresponds to 
Copyright Act, section 24 
and Ilsley proposals, 
Pantgx ll, esection (9 47o Sri 


Corresponds in part to 
present section 57(1) 


Similar to present 
section 57 (2) 


60 (1) 


(Proposal) 


Enforcement of Patent Rights 


Proceedings for Infringement 
of a Patent 


Any person who after grant of 
a patent, carries on activities 


(a) prohibited under section 20 


and 21; 


(b) in violation of an order 


(2) 


(3) 


(4) 


(5) 


under section 22 


with respect to such patent 
shall be deemed to have infrin- 
ged the patent. 


The Federal Court shall have 
exclusive jurisdiction to en- 
force rights arising under this 
Act or to grant any remedy at 
law or in equity in respect of 
a violation of such rights, nog 
contrary to the provisions of 
this Act. 


No action for any acts of in- 
fringement may be commenced 

and no damages shall be payable 
on account thereof after 3 years 
from the time such acts occurred 


Proceedings for infringement 

of a patent may be taken by 
the patentee or by any person 
claiming under him, but only 
those persons whose interest in 
the patent have been registered 
pursuant to section 81 may 


4 


f 
| 


participate in such proceedings.. 


Except under circumstances 
prescribed by regulation, the 
patentee and all persons 
claiming under him shall be 
or shall be made a party to 
any action for infringement. 


Proposed Patent Law 


(References) 


New. Corresponds to 


US code, 


section 287 


and Ilsley proposals, 


fort X1, 
p 108 


New. 


section 5(1), 


61 (1) 


(2) 


(3) 


(4) 


(Proposal) 
Effect of Actual Notice 


Where a person has infringed 

a patent without having actual 
notice of such patent, he shall 
not be liable for payment of 
damages for infringement in 
respect of anything done prior 
to acquiring such notice. 


A person who imports or manu- 
factures a product falling 
within the scope of a claim 

of a patent shall be deemed to 
have had actual notice of a 
patent where goods manufactured 
in or imported into Canada 
under the patent or while the 
application therefore was 
pending have, with the consent 
of the patentee, been intro- 
duced into the market in 
Canada, and all or substan- 
tially all of such goods have 
been marked in accordance 

with subsection (3). 


Patented goods marked in the 
prescribed manner with the words 
"Canadian Patent", "Canadian 
Patent Pending" or the abbre- 
viations' "Can Pat." or’ *Can Pat 
Pending" and the number of the 
patent or application shall be 
deemed as being sufficiently 
marked for the purpose of 
subsection (2). 


Goods marked with reference to 
several applications or patents 
where one or more such appli- 
cations or patents do not apply 
in respect of such goods shall 
be deemed as not being suffi- 
ciently marked for the purposes 
of subsection (2). 


Proposed Patent Law 


(References) 


New 


Corresponds to present 
section 57 (1) 


Similar to present 
Federal Court powers 
under Federal Court 
Rule 500 


New 


62 


(Proposal) 


Stock in the Hands of 
Innocent Infringers 


A person who has, prior to 
having actual notice of the 
existence of a patent, acquired 
a stock of goods for trade 
which infringe the patent, shall 
be entitled to freely dispose 

of such goods: 


(a) outside of Canada; 


(b) within Canada upon payment of 


compensation set by the Court 
(or on reference by the Court 
to the Authority), if the 
patentee is unwilling to pur- 
chase such goods at cost, ov 


(c) by storing such goods pending 


GoruL) 


(2) 


(3) 


the end of the term of patent 
protection, 


at the election of the infringer. | 


Powers (of “ehe- Court vin 
Infringement Actions 


Any person who infringes a patenug 


is liable to the patentee and to 
all persons claiming under him 
who are parties to the action, 
for all damages sustained by 

the patentee or by any such 
person, by reason of such in- 
fringement, in an amount to be 
awarded by the Court. 


The Court, either upon applica- 
tion or upon its own initiative, 
may refer the assessment of 
damages to the Authority or 
such other person as the Court 
May approve. 


In awarding damages under sub- 
section (1), the Court may on 
application direct that such 
damages be made payable accor- 
ding to a time schedule 
approved by the Court. 


Proposed Patent Law 


(References) (Proposal) 
Expresses present 63(4) In lieu of awarding damages 
Court power either in part or in whole, the 


Court may, on application of 
the plaintiff, .ordery that 
products subsequently produced 
or imported in violation of 
sections 20 or 21 after actual 
notice under section 61 was 
acguired, or in violation of an 
order under section 22 be deli- 
vered up to the plaintiff or 
dealt with as the Court sees 
Eiites 


(5) In addition to awarding damages 
under subsection ({1), the Court 
may on application make such 
order as the Court sees fit, 
in accordance with the principles 


of equity: 
Similar to present (a) restraining the defendant from 
meerion 59(1l)a committing further acts in 
violation of sections 20 or 


Zaceh) 0exe 


(b) directing disposition of any 
article or material which is 
adapted for carrying-out any 
activities which would in- 
fringe the patent; 


Similar to present (c) for amrespecting inspection 

Bection 59(1)b and account and generally, 
respecting the proceedings 
im the. action. 


Present jurisprudence (6) Where damages have been awarded 
where account of in respect of the production or 
profits taken importation of any specific 


goods in violation of section 
20;1-21 on 22, -bhe patentees 
rights with respect to such 
goods shall be deemed exhausted. 


New. Proposed by (7) No order for an account of 
fisley,. Part XI, profits shall be made in any 


meeeron 1(1), p 105 patent proceedings. 


Proposed Patent Law 


(References) 
New 64 
New 65 
Established 
jurisprudence 


New 


Established juris- 
prudence. Corresponds 
to US code, section 284 


(Proposal) 


Limitation of -Rught: to 
Obtain Damages 


No damages shall be awarded to 
any party On account. ol, aces 
arising within a period during 
Wien: 


(a) the party's interest in the 
patent was not registered 
under section Sil, 70r 


(b) the patentee has failed to 
make the designation required 
under section 99. 


Nature’ of Damages to Be 
Awarded on Infringement 


Damages awarded under section 63 
shall be established so as to 
save the plaintiff harmless 
from any loss that is attribu- 
table to the defendant's in- 
fringing activities and may: 


(a) compensate the plaintiff for 
his loss of profits on sales 
by reason of the defendant's 
Infringing activities? 


(b) compensate the plaintiff for 
any loss of goodwill arising 
by reason of the defendant's 
infringing activities, 


and, in any, event, shall: 


(c) be at least equivalent to a 
reasonable royalty which 
would be payable for use of 
the patented invention. 


Proposed Patent Law 


(References) 


New. Possible under 
established juris- 
mBrudence but rarely 
applied 


Similar to present 
section 61 


New 


66 


(Proposal) 


Exemplary Damages for 
Repeated Infringement 


Where a defendant is found in 
infringement proceedings again 
to have infringed the same 
patent after 


(a) earlier infringement pro- 


ceedings, or 


(b) having undertaken to the 


AT aL) 


patentee not to further 
infringe, 


the Court may award exemplary 
damages for the patentee as 
against the defendant, in 
addition to any contempt 
proceeding. 


Defences in Infringement 
Proceedings 


A defendant, in any action for 
infringement of a patent may 
rely on as a defence: 


(a} any fact which, by reason of 


the provisions of this Act, 
would support an order for 
revocation of the patent or 
a claim thereof; 


(b) any fact which by reason of 


(2) 


law renders the patent un- 
enforceable. 


The Federal Court may, either 
on application of a party or 
on the initiative of the trial 
judge, refer an issue respec~ 
ting whether an invention is 
being worked in Canada on a 
commercial scale to the 
Authority. 


Proposed Patent Law 


(References) 


Corresponds in part 

to section 20, Federal 
Coun Act, See also 
Sectlon 7 sye thera 


Corresponds to present 
Section -62-C)) 


New - follows US Presi- 
dentiaal Conmmrssion Ss 
recommendation 23 


New - Similar to 
provi sionssines—-2504> 
section 139(a)l 


70 GL) 


(a) ‘dakselosure to, hey Courteot 


(b) the approval of all such terme 


(6) 


(Proposal) 
Chapter 7 
Revocation of Patents 


JULPTSAICtE PON" OL Pederaw 
ECOutatE 


The Federal Court shall have 
exclusive jurisdiction under 
this Act to revoke a patent in 
whole or in part or to declare 
a patent terminated pursuant to 
the proyvustons GbachustAcee 


Proceedings to obtain a judgment 
under subsection (1) may be 
commenced at the instance of 

the Attorney General of Canada 
or any interested person. 


A patent may be revoked under 
this Act’ only in pursuencerar 
the provisions of this Chapters 


Where in the course of infrin- 
gement proceedings grounds for | 
the revocation of a patent are 
established by way of defence 
pursuant to section 6/ (i) a, 
the patent shall accordingly 
be revoked as against all 
persons. 


Where proceedings to revoke a 
patent have been commenced, or 
a defence under section 67(1) 
has been raised, such action 
may not be discontinued without: 


allo terms of any agreement 
between the parties relating 
to the proceedings; and, 


by the Court “as not being 
Contrary to the pubic 
interest. 


Prior to granting approval undeg@ 
subsection (5), the Court may | 
refer the terms of settlement 
to the Attorney General for 
his opinion as to whether any 
of the terms are contrary to 
the public interest. 


Proposed Patent Law 


(References) 


(Proposal) 


Grounds for Revocation 


of a Patent 


Corresponds to CMC 71(1) An order revoking a patent 

Article 57 as shall, subject to section 75, 

indicated be made where, any of the 
following circumstances have 
been established: 


eMC Article 57(l)a (a) 


mmc Article 57 (1)b. (b) 
See also section 76, 
anira 


CMC Article 57(l)e. (c) 
See also section 77, 
infra 


New. Extends the (d) 
provisions of 
present section 55(1) 


Corresponds in part to (e) 
present section 59(1) 


the subject matter of the 
patent was not patentable 

as of its priority date in 
accordance with the provisions 
of ’chapter “Loft thre sAct; 


the specification of the 
patent at the date of commen- 
cement of proceedings under 
section 70 or when a defence 
under section 67 is raised, 
does not reasonably and suf- 
ficiently disclose the 
invention in accordance with 
the regulations made pursuant 
to section 34(3) and 34(4)a; 


the first applicant for the 
patent did not qualify under 
section 30 to apply for a 
patent; 


the applicant failed to pro- 
vide the Patent Office 
correctly and fully with 
information required under 
the provisions of this Act, 
and as a result of such 
failure, the examination of 
the application by the Patent 
Office would likely have 

been prejudiced; 


any statement made by the ap- 
plicant to the Patent Office 
in the course of examination 
of the application was untrue, 
and as a result of the fal- 
sity of such statement, the 
examination of the applica- 
tion by the Patent Office 
would likely have been 
prejudiced; 


Proposed Patent Law 


(References) 


New 


See also section 46 


supra 


Parallels the powers 
available under the 


Combines Act, 


section 29 


(Proposal) 


71(1)) every claim within the patent 


has been declared invalid 
pursuant to section 72; 


(g) the patent or rights there- 


under: 


(i) are being asserted in an 
infringement action, and 


(ii) have been used within the 
two years prior to com- 
mencement of the action 
to commit or to facilitate 
the contravention of a 
prohibition under the 
Combines Investigation 
ACE; Or, 


(h) the patentee has failed to 


comply with terms imposed 
under section 22. 


(2) A Court order revoking a patent 


(3) 


(4) 


(5) 


shall be made effective as of 
the date of commencement of 
proceedings for revocation. 


Subsection (1)g shall not apply 
in respect of activities for 
which an order has been made 

or a conviction entered under 
the Combines Investigation Act. 


The Attorney General shall be 
entitled to intervene in any 
action pursuant to subsection 
(1)g, and after an action 
thereunder has commenced, 
proceedings shall be stayed 
until the Attorney General 
has received notice of such 
action. 


Where grounds for revocation 
have been established under 
subsection (1)g or h, the court 
may, as it sees fit, in lieu 
of revocation of the patent, 
deny injunctive relief and 
damages, in whole or in part, 
grant a compulsory licence, or 
vary the conditions of any 
existing licence between the 
parties. 


| 
| 
| 
| 


Proposed Patent Law 


: (References) (Proposal) 


| Grounds for Revoking a 
Claim of a Patent 


| Follows generally 72(1) An order revoking a claim with- 
_ existing jurisprudence in the specification of a patent 
and present section 60 shall, subject to section 75 be 


made where any of the following 
circumstances have been esta- 
blished: 


| 
| 


(a) the scope of the monopoly 
claimed at the date of com- 

| mencement of proceedings 

| under section 70 does not 

| comply with the requirements 

of regulations established 

under section 34(4); 


| (b) the claim is supported by a 

| disclosure introduced into 
the specification by an 

| amendment which was not in 
accordance with the require- 

| 

ments of section 38; or 


Corresponds to CMC (c) the claim is supported by a 
iearticle 57(1)c. See disclosure which does not 
also section 76 infra conform with the disclosure 


| of a corresponding applica- 
| tion on which priority was 
based under section 33. 


New (2) A claim within a patent shall 
not be revoked by reason only 
of the fact that the claim in- 
cidentally extends to an appa- 
rent embodiment of the invention 
which is inoperative. 


Reference of Issues to 


the Patent Authority 


New 73 In any proceeding for a decla- 
| ration that a patent has termi- 
| nated pursuant to the provisions 
| of this Act, the Federal Court 
i may, either on application by 
| a party or on the initiative 
| of the trial judge, refer any 
issue as to the working of 
the invention in Canada on a 
commercial scale to the Autho- 
Pity: 


Proposed Patent Law 


(References) 


Replaces present 74 (1) 


section 47 


(2) 


New 


1240) 


(2) 


(3) 


(Proposal) 


Presumption of Validity 


In any proceedings under sec- 
tions 71 or 72, a patent and 
the claims thereof, as issued 
or amended thereafter pursuant 
to this Act, shall be presumed 
to have been validly issued or 
amended, but this presumption 
shall operate only with respect 
to prior art and those other 
matters and issues considered 
by the Patent Office or raised 
by the applicant during prose- 
cution of the application for 
amendment thereafter. 


The presumption established 
under subsection (1) shall 
cease to operate where a judge 
of the Federal Court is satis- 
fied that, notwithstanding such 
presumption, a patent should be 
revoked in pursuance of the 
provisions of this Chapter. 


Limitation on Revocation for 


Lack of Novelty 


A patent shall not after 9 years 
have passed from its priority ) 
date, be revoked by reason that — 
the subject matter is not pa- 
tentable in accordance with | 
the provisions of sections 12 
through 14 inclusive. 


A claim within the specification 
shall not, after 9 years from 
the priority date of the patent, 
be revoked by reason that scope 
of monopoly claimed does not 
comply with the provisions of 
section 34(4)b. 


Subsections (1) and (2) shall 
not apply in respect of procee- 
dings under sections 43(7) or 

70 pending 9 years from the 
priority date or where a defence: 
under section 67 has been relied 
upon in an action commenced 
prior to the end of such period. 


(References) 


New. Corresponds to 


oK act, 


section 30 


Proposed Patent Law 


76 (1) 


(2) 


(3) 


(4) 


(Proposal) 


Amendment during Proceedings 
to Revoke a Patent 


The Federal Court shall have 
jurisdiction on application by 
the patentee in the course of 
proceedings commenced under 
Chapter 7 or where invalidity 
is raised as a defence, to 
amend the patent in suit. 


Where the patentee applies to 
the Court for approval of a 
proposed amendment to the spe- 
citication or to the priority 
date of the patent, the Court 
may, if it thinks it desirable 
that consideration be given to 
accepting such amendment, refer 
the proposed amendment, to the 
Commissioner for his advice. 


If, the Court considers that the 
patentee would have been enti- 
tled to the benefit of his 
patent in the amended form, and 
if the Court considers that it 
would be more just to permit 
such amendment, subject to terms 
under subsection (4), than to 
revoke the patent or a claim 
thereof, then the Court, instead 
of making an order pursuant to 
sections 71 or 72, may by order 
approve the amendment, declare 
the patent to be so amended 

and direct that such amendment 
be entered in the records of 

the Patent Office. 


As a condition of granting an 
amendment under subsection (3) 
the Court may impose such terms 
on the patentee as the Court 
deems fit, including: 


(a) the granting of intervening 


rights to other parties to 
the proceedings; 


(b) the granting of a compulsory 


licence for the benefit of 
such parties, with a royalty 
established by the Court or by 
reference to the Authority. 


Proposed Patent Law 


(References) 


New. Corresponds to ae (14) 
US code, section 256 


(Proposal) 


Designation of Inventors 
after Grant of a Patent 


A patent shall not be revoked 
by reason of a failure by the 
applicant to constitute or 
identify all of the inventors, 
provided that: 


(a) the first applicant was 


qualified under section 30 
to apply for a patent, and 


(b) that at least one such per- 


son or inventor was properly 
named pursuant to section 32. 


Amendment of Designation of 


Inventors During Legal Proceedings 


(2) 


(a) be suspended until the proper | 
inventors or persons are iden- 


Where in the course of procee- 
ding to revoke or enforce a 
patent it is established before 
the Court that a failure under 
subsection (1) has occurred, 
the patentee's right to enforce 
a patent so obtained may, at 
the discretion of the Court: 


tified by filing an amendment 
to effect in the prescribed 


form before the Patent Office, 


and the Court may 


(b) direct that no damages shall 


See also section 84 (3) 
infra 


be payable for the period 
prior to tthe (falingvos sucn 
an amendment where by reason 
of such failure the public, 
or any party to an action is 
likely to have been preju- 
diced. 


The filing of an amendment unde? 


this section shall not affect 
onwership of the patent that 
has issued; but this provision 
shall not operate to interfere 
with any right or proceedings 
commenced with respect to a 
right to claim an interest in 
the patent. 


| 


Proposed Patent Law 


(References) 


Corresponds to present 
section 53(1) 


New 


New 


Corresponds to present 
section 53(2) 


80 (1) 


(2) 


(3) 


(4) 


81 (1) 


(Proposal) 


Chapter 8 
Transfer of Rights 


Assignability of Patents and 
Applications for Patents 


The right to obtain a patent, 
an application for a patent 
and every patent issued under 
this Act shall be assignable 
by an instrument in writing, 
by bequest or by operation of 
law. 


Subject to the provisions of 
subsections (3) and (4) any 
interest in or under an inven- 
tion, a patent or an application 
for a patent in whole or in 
part, may be assigned, licensed, 
mortgaged or otherwise trans- 
ferred or dealt with as 

personal property by an ins- 
trument in writing. 


No assignment or transfer of 
any interest in or under a 
patent application shall 
operate so as to sever rights 
therein territorially within 
Canada. 


No assignment or transfer, nor 
promise to assign or transfer, 
any rights or interest in or 
under a future invention shall 
be operative, except as pro- 
vided by this Chapter. 


Registration of Interests and 
Public Records in 


Respect of a Patent 


Every instrument effecting or 
associated with a transfer of a 
patent, application or of an 
interest in or under a patent 
or application and prescribed 
particulars thereof shall be 
recorded with the Patent Office 
in the prescribed manner. 


Proposed Patent Law 


(References) 


New. Replaces in part 
present section 64 


Corresponds to present 
section 53(4) 


New 


81 (2) 


) 


(4) 


82 (1) 


(2) 


(Proposal) 


The names of parties to and 
the nature of transfers 
recorded under subsection (1) 
shall, after publication of an 
application under section 34, 
be of public record. 


Regulations may prescribe 
further matters pertaining 

to transfers recorded under 
subsection (1) which shall be 
of public record. 


Regulations may prescribe matters 
that, at the direction of the 
Commissioner, shall be made of 
public record in respect of a 
patent, including a reference 

to the fact that the patent has 
been granted by reason of a 
request made pursuant to 
sections,14 (4) on (S)esthacea 
patent has been revoked. 


Effect of Registration of 
Interests in Patents 


Every transfer of an interest 
in or under a patent or an ap- 
plication for.a patent,1s votre 
against any subsequent assignee, 
except insofar as the instrument 
and particulars respecting such 
transfer are recorded pursuant 
to section 81 before the regis- 
tration of the instrument and 
particulars of the transfer 
under which the subsequent 
asSignee claims. 


Subsection (1) shall not ope- 
rate as between assigness of a 
Similar interest in or under a 
patent or application where, 

at the time that the prior 
registrant entered his interest 
under section 81, he had actual 
notice of the prior unrecorded 
transfer and where such prior 
assignee has applied under 
section 83 to expunge the 

prior registration. 


——— = 


—EE 


Proposed Patent Law 


(References) 


New 


Corresponds to present 
section 54. Follows 
msley; Part IT, 
Bection 3, p 39 


(Proposal) 


82(3) Notwithstanding any agreement 


83 (1) 


(2) 


(4) 


to the contrary, no considera- 
tion shall be due or payable on 
account of any transfer, acqui- 
sition or use of an interest, 

in or under a patent unless and 
until the instrument and parti- 
culars respecting such transfer 
are recorded pursuant to section 
Silss 


Amendment by the Federal Court 
to Registrations Affecting 
Interests in Patents 


The Federal Court shall have 
exclusive jurisdiction on the 
application of any interested 
person or the Commissioner, to 
order that any entry in the 
records of the Patent Office 
relating to a patent or appli- 
cation for a patent be rectified 
by the making of any entry 
therein or the variation of 
any entry therein. 


In proceedings under this section 
the Federal Court may determine 
any question which it may be 
necessary or expedient to decide 
in connection with the rectifi- 
cation of the record or entry. 


The Commissioner shall be 
entitled to appear and to be 
heard on the application and 
shall appear if so directed by 
the Federal Court. 


Any order made by the Federal 
Court under this section shall 
direct that notice of the order 
shall be served on the Commis- 
sioner in the prescribed manner 
and the Commissioner shall, on 
receipt of the notice, cause 
the records or entry to be 
amended accordingly. 


Proposed Patent Law 


(References) 


New 84 (1) 


(2) 


Corresponds to present 
section 33(2) 


(Proposal) 


Title and Interests in Patents 


and Applications 


A patent issuing on an applica- 
tion filed under section 30 
shall be granted to the appli- 
cant of record at the time that 
a reguest for grant of a patent 
is made under section 44. But 
this provision shall not prevent 
the applicant, pending or fol- 
lowing grant of a patent, being 
deemed to be holding such appli- 
cation or patent as trustee on 
behalf of himself and other 
persons or joint inventors, in 
accordance with their respec- 
tive interests in the invention. 


The Federal Court shall have 
exclusive jurisdiction to 
settle all disputes as to the 
entitlement between, 


(a) joint inventors or applicants, 


(b) 


(3) 


Corresponds to present 85 (1) 
section 33(5) 
Corresponds to US code (2) 


section 262 


Or, | 
' 
| 


an inventor and any alleged | 
assignees of the right to | 
apply for a patent, 


to apply for or control the 
prosecution of an application 
for a patent. | 


The Federal Court shall have 
exclusive jurisdiction to 
determine and enforce the obli- 
gations and responsibilities 
imposed upon a person applying 
for or holding a patent pursuant 
to subsection (1). 


Joint Ownership of Patents | 
f 


In cases of joint applications, 
the patent shall issue to such 
applicants as coproprietors, in © 
tenancy in common. 


Persons who are coproprietors of 
a patent shall each be entitled 
to all rights and privileges 
with respect to that patent that 
would be available to a sole 
proprietor including the grantinc’ 
e; consent under sections 20 and 


| 


Proposed Patent Law 


(References) 


New 


New 


Corresponds to present 
jurisprudence 


The statutory limit 
of 12 months is new 


New 


85 (3) 


86 (1) 


(2) 


(Proposal) 


Where two patents for the same 
invention or for subject- 
matter not patentably different 
actually issue by reason of 
sections 14(4), (5) or other- 
wise, the proprietor of each 
such patent shall, for the 
purpose of granting any consent 
under sections 20 and 21, be 
deemed to be a coproprietor of 
the other patents in respect 

of common matters within any 

of the claims of each of the 
patents. 


Rights of Employees 
in Their Inventions 


Except as hereinafter provided 
an employee who makes an inven- 
tion in the course of his em- 
ployment shall be entitled to 
the benefit of such invention 
and to obtain a patent thereon. 


Where a person 


(a) makes an invention while 


acting within the scope of 
his duties as an employee, or 


(b) has agreed in writing that 


(3) 


all rights in any future 
inventions associated with 
his employment that he may 
make during the period of 

his employment or within a 
reasonable period thereafter, 
not to exceed 12 months, will 
vest in his employer, 


the employer of such person 
shall be entitled to the 
benefit of any inventions so 
made. 


Where rights to an invention 
have vested in an employer 
pursuant to subsection (2), the 
inventor may, by notice in 
writing, request that the em- 
ployer take the steps set forth 
in subsection (4), or assign 
all rights in the invention to 
the inventor. 


New 


Proposed Patent Law 


(References) 


(Proposal) 


86(4) Upon receipt of a notice pur- 


( 


(6) 


suant to subsection (3), the 
employer shall: 


(a) file an application for a 
patent within 3 months, (or 
such further period as in 
writing the employer may 
notify the inventor as being 
required, not exceeding 12 
months), and 


(b) take steps within 3 years 
from ther priority date or 
the patent to commence the 
working of the invention in 
Canada, 


failing which, the inventor shall 
be entitled to an assignment of 


all rights to the invention. 


5) Public disclosure of an inven- 


tion by an employer following 
the receipt of a notice under 
subsection .(3), and prior to 
the filing of a patent appli- 
cation shall be deemed to be a 
breach of confidence under 
section 16(1)a and shall imme- 
diately entitle the inventor 


to all rights to the invention: 


persons to whom the Public 


Servants' Invention Act applies. 


Grant of Rights Under Future 
Patents 


87(1) Where rights have been granted 


by way of licence under a patent, 


such licence may include terms 
by which the licensor will be 
entitled to use or apply any 


future inventions originated by 
the licensee during the term of 


the licence, where such inven- 
tions are improvements on or 
involve use of the earlier 
patented invention. 


This section shall not apply to 
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(References) (Proposal) 


87(2) A licence with respect to a 
future invention under sub- 
section (1) shall be non- 
exclusive. 


(3) Where research or development 
is carried-out pursuant to an 
agreement between parties, such 
agreement may include terms 
allocating between the parties 
ownership of any invention 
arising therefrom and the right 
to apply for a patent. 


Revocation Procedure for 


Licensees 
New. Corresponds to 88(1) A licensee under a patent may 
S-2504 section 296 at any time, notwithstanding 


any agreement to the contrary, 
take action to obtain an order 
revoking a patent pursuant to 
the provisions of this Act. 


(2) Any obligation by a licensee to 
make payments to a patentee as 
royalties or licence fees on 
account of rights under a patent 
shall be suspended where: 


(a) the licensee takes action 
to obtain an order revoking 
the patent; and 


(b) the licensee thereafter pays 
all amounts due under the 
licence into Court, pending 
disposition of the revoca- 
tion proceedings. 


(3) Where an order is made revoking 
a patent, all obligations under 
any licence agreement in respect 
thereof shall become void and 
unenforceable as and from the 
effective date of revocation 
and all amounts paid into Court 
shall be paid to the licensee. 


(4) Where the application for an 
order to revoke a patent is re- 
fused, all amounts paid into 
Court shall be paid to the pa- 
tentee and the licence shall 
continue as if an action had not 
been commenced under this section 


(References) 
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(Proposal) 


Jurisdiction of Federal Court 


in Patent Licensing Matters 


89 


The Federal Court of Canada 
shall have concurrent juris- 
diction to enforce any claim 
arising our of any agreement 

or licence in which the patentee 
has, in pursuance of such 
agreement given his consent 
pursuant to sections 20 or 21 

Of Chis Act, 


Execution and Seizure Against 


89A (1) 


(2) 


(3) 


Patents 


No execution or court process 
shall operate against a right 
in or under a patent in pur- 
suance of the collection of a 
judgment debt except in accor- 
dance with the provisions of 
this section. 


Any person who under judgment 
bya court of record of any 
Province of Canada, by the 
Federal Court or the Supreme 
Court of Canada has the right 
to recover a sum of money 
from a patentee or from any 
person having an interest in 
or under a patent may obtain 
an order from the Federal 
Court vesting all rights of 
such patentee or person ina 
receiver. 


The Federal Court shall have 
exclusive jurisdiction to 
appoint in aid of the collec- 
tion of a judgment debt a 
receiver to hold and exercise 
all rights accruing to a 
patentee or to any person 
having an interest in or 
under a patent or in respect 
of any licences granted 
thereunder. 


(References) 
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(Proposal) 


89A(4) A receiver appointed pursuant 


(5) 


to subsection (3) may exer- 
cise and dispose of such rights 
as he has acquired in further- 
ance of recovery of sufficient 
proceeds to discharge the 
judgment debt to such extent 

as the court may allow. 


Where a receiver has been 
appointed under subsection 
(2) the patentee or person 
whose interest has been 
seized shall, subject to pay- 
ment of such royalty as the 
receiver may determine, have 
the right to continue any 
established use or working 
of the patented invention. 


(References) 


Corresponds in part 
to present section 3 


New - with respect 
to the express 

authority to disse- 
minate information 


Proposed Patent Law 


(Proposal) 


Chapter 9 


Administration 


Establishment of the 
Patent Office 


90(1) There shall be attached to the 
Department of Consumer and 
Corporate Affairs or to such 
other department or agency 
as may be determined by the 
Governor in Council an office 
called the Patent Office. 


(2) The Patent Office shall, under 
the direction of the Commis- 
Sioner of Patents, perform all 
functions assigned to the Patent 
Office under this Act, and shall 
in addition accumulate, classify 
and disseminate technical in- 
formation relating to inven- 
tions, disclosed in patents or 
related to the patent system 
in order to promote innovation 
in Canada. 


Duties of the Commissioner 
of Patents 


Corresponds to present 91(1) There shall be a Commissioner 


section 4(1) 


of Patents appointed pursuant 
to the provisions of the Public 
Service Employment Act who 
shall exercise and perform the 
powers and duties conferred 

and imposed upon his office by 
or pursuant to this Act and 
who shall be administratively 
responsible to the Deputy 
Minister. 


(2) The Commissioner shall be res- 
ponsible for the operation of 
the Patent Office, including 
supervision and direction of 
the officers and staff of the 
Patent Office in the adminis- 
tration, of this Act, 


Proposed Patent Law 


(References) 


Corresponds in part to 
present section 4(2) 


Corresponds to part of 
present section 4 (2) 


Corresponds in part to 
present section 71(3) 


SL (3) 


(4) 


(Proposal) 


The Commissioner shall make 
provision for the execution 

of all steps and obligations 
assigned by this Act to be 
carried out by the Patent 
Office and may assign such 
matters as are required to be 
done by the Patent Office to 
the officers and staff thereof. 


The Commissioner shall in par- 
ticular make provision for: 


(a) the reception of all appli- 


cations, fees, papers, docu- 
ments and models for patents, 


(b) the doing of all acts and 


things requisite for the 
granting of patents including 
the preparation of such stan- 
ding orders and directives 
for the guidance of the staff 
of the Patent Office as are 
in furtherance of the pro- 
visions of this Act or pertain 
to matters assigned by Regu- 
lations to be governed by 
such orders and directives, 
and 


(c) the keeping and custody of 


(5) 


(6) 


books, records, papers, 
models, machines and other 
things belonging to the 
Patent Office. 


The Commissioner shall have, 
for the purposes of this Act, 
all the powers that are or may 
be given by the Inquiries Act 
to a commissioner appointed 
under Part II thereof. 


The Commissioner, where required 
to decide any issue of fact 
pursuant to this Act, may refer 
such issue to be decided by the 
Federal Court. 


Proposed Patent Law 


(References) (Proposal) 


Present section 25 91(7) In all proceedings before any 
court under this Act, the costs 
of the Commissioner are in the 
discretion of the court, but 
the Commissioner shall not be 
ordered to pay the costs of 
any other of the parties. 


Seal of the Patent Office and 
Evidence in Legal Proceedings 


Corresponds to present 92(1) The Commissioner shall cause a 

section 13 seal to be made for the purposes 
of this Act and may cause to be 
sealed therewith in accordance 
with and as required by Regula- 
tion, any instrument or document 
and copy thereof issuing from 
the Patent Office. 


(2) Every court, judge and person 
whosoever shall take notice of 
the seal of the Patent Office, 
and shall receive the impres- 
sions thereof in evidence in- 
like manner as the impressions 
of the Great Seal are received 
in evidence, without further 
proof and without production of 
the originals, and shall also 
take notice of all copies or 
extracts certified under the 
seal of the Patent Office to be 
copies of or extracts from do- 


cuments deposited in such office 


Corresponds to Copyright (3) A certificate issued under the 

Act, section 36 seal of the Patent Office pur- 
porting to set forth facts 
shown to exist by reason of 
records of the Patent Office 
shall be prima facie evidence 
as, to,the truth of such facts? 


| 
| 
| 
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(References) 


Present section 14 


Corresponds to present 
eection 12(1)(c)ii-iv 


92 (4) 


937(1) 


(2) 


(3) 


(Proposal) 


Proof of Foreign Patent 
Documents by way of 


Certified Copies 


In any action or proceeding 
respecting a patent of inven- 
tion authorized to be had or 
taken in Canada under this Act 
a copy of any patent granted in 
any other country, or any offi- 
cial document connected there- 
with, purporting to be certified 
under the hand of the proper 
officer of the government of 
the country in which such patent 
has been obtained, may be pro- 
duced before the court or a 
judge thereof, and the copy of 
such patent or document purpor- 
ting to be so certified may be 
received in evidence without 
production of the original and 
without proof of the signature 
or the official character of 
the person appearing to have 
signed it. 


Patent Office Records and 
Publication of Information 


The Commissioner shall cause to 
be established and shall main- 
tain a record of patents granted 
under this Act, and such other 
records as are required to be 
maintained under this Act or 

by regulation. 


The form of records maintained - 
under subsection (1), and the 
particulars to be entered 
therein shall be governed by 
regulations. 


The Commissioner shall cause 
to be published particulars of 
patents and other information 
and records kept at the Patent 
Office in accordance with and 
as required by regulation. 
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(References) 


Corresponds to present 93 (4) 
section 10 


(Proposal) 


The Commissioner shall make 
provision for the availability 
for public inspection of 


(a) all patents granted under 


this Act: 


(b) all proceedings respecting 


any patent once the patent 
has issued; 


(c) applications for patents and 


amendments thereto published 
under this Act; 


(d) such further records of the 


S855) 
Replaces present 94 (1) 
sections 5(1) and 6 
Replaces present GZ) 
section 5(2) 
(3) 


Patent Office as required 
by regulations. 


The Commissioner shall make pro- 
vision for the preparation on 
request, upon payment of the 
prescribed fee, of certified 
copies of any document available 
for public inspection. 


Duties of Officers and Staff 
of the Patent Office 


The officers and staff necessary 
for the proper administration of 
this Act shall be appointed in 
accordance with the Public 
Service Employment Act. 


The Commissioner may designate 
an officer or officers from 
within the Patent Office who may 
and shall exercise the powers 
and perform the duties of the 
Commissioner. 


The Minister may, when the 
office of the Commissioner is 
vacant or the Commissioner is 
unable to make a designation 
under subsection (2), designate 
an officer of the Patent Office 
who may and shall exercise the 
powers and perform the duties 
of the Commissioner. 


Proposed Patent Law 


(References) 


Present section 7 


Explicitly states present 
present constraints on 
Patent Office staff 


Corresponds to present 
section 8 


Follows Ilsley proposals 
wart Tit; section 4, p 40 


(Proposal) 


Restraints Imposed on 
Patent Office Staff 


95(1) No officer or employee of the 


96 (1) 


Patent: Office ‘shall ‘buy, sell, 
acquire or traffic in any in- 
vention, patent or right to a 
patent, or any interest in any 
thereof, and every purchase, 
sale, assignment, acquisition 

or transfer of any invention, 
patent or right to a patent, 

or any interest in any thereof, 
made by or to any such officer 
or employee is void; but this 
section does not apply to a sale 
or licence by an original inven- 
tLOr..On, toO.an acquisition under 
the last will, or by the intes- 
tacy, or a deceased person. 


Every officer and employee of 
the Patent Office is bound to 
maintain in confidence all 
communications received from 
members of the public respecting 
applications for a patent. 


Amendment Within the Patent 


Office tolCorrect Clerical Errors 


Clerical errors in any patent, 
instrument or other record 
issued or maintained by the 
Patent Office shall not be 
construed as invalidating any 
rights relating thereto. 


The Commissioner may cause cor- 
rections to be made to any cle- 
rical error in any patent, 
instrument or other record issued 
Or maintained by the Patent 
Office. 


A correction may be made upon 
application in the prescribed 
manner by any interested 
person. 
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(References) 


New 


Corresponds in part 
to present section 15 


See also present 
Rules 130-145 


(Proposal) 


96(4) Where corrections are proposed 


S21) 


(2) 


to be made pursuant to subsec- 
tions (1) or (2) and where 

such corrections may effect 

the rights of any person, the 
Commissioner shall cause such 
person to be given notice of 
the proposed correction and an 
opportunity to make representa- 
tions thereon in the prescribed 
Manner prior to effecting the 
correction. 


Any person affected by a deci- 
sion of the Commissioner under 
this section may within the 

prescribed period appeal such 
decision to the Federal Court. 


Authorized Patent and 


Invention Agents 


The Commissioner shall cause a 
record of persons qualified to 
practice before the Patent 
Office and to carry out acti- 
vities specified under section 
98 to be established and main- 
tained in the Patent Office. 


Entry on and removal of persons 
from such records shall be made 
in accordance with regulations. 


Regulations may be made pres- 
cribing classes of persons 
recorded under this section, 
the conditions for the entry 

of persons into each of such 
classes of persons, and pres- 
cribing which of the activities 
set out in section 98 each such 
class of persons may lawfully 
Carry Our, 


Regulations may permit entry of 
a corporation or partnership as 
being entitled to carry out any 
of the activities specified 
under section 98. 


a 
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(References) (Proposal) 
97(5) Regulations may be made 


(a) governing advertising or the 
promotion of the business; 


(b) defining misconduct or pro- 
hibited practices; 


(c) requiring the keeping of fi- 
nancial and other records; 


(d) prescribing procedures and con- 
ditions under which the Commis- 
sioner may refuse or cease 
recognition, either generally 
Or in any particular case, 


of a person recorded under this 
section, and 


(e) generally, for carrying the 
purposes and provisions of 
this section into effect. 


Regulation of Services Respecting 
Patents and Inventions 


Corresponds to present 98(1) No person other than a person 
sections 15 and 16 in recorded under section 97 shall, 
part. See also Rules for compensation or reward, 
130-141 carry out any of the following 


activities on behalf of another 
person, nor advise another 
person concerning the following 
activities: 


(a) transacting business with or 
carrying on any proceedings 
before the Patent Office; 


(b) preparing an application or 
any related document in order 
to obtain a patent in Canada; 


(c) taking steps in Canada to 
transact business with or to 
carry on any proceedings 
before the Patent Office of 
any foreign country; 


(d) taking steps in Canada to 
prepare an application or any 
related document in order to 
obtain a patent in any foreign 
country; 
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(References) (Proposal) 

98(l)e) taking steps in Canada to 
advise on the commercial or 
industrial exploitation of 
a patent or invention, either 
in Canada or abroad. 


(2) No person other than a person 
recorded under section 97 shall 
describe himself as "registered 
patent agent" or "patent agent" 
or in any other manner hold 
himself out as available to 
carry out any of the activities 
set forth in subsection (1). 


(3) No person other than a person 
recorded under section 97, ora 
person entitled to practice as 
a barrister, solicitor or adyos 
cate in any province of Canada 
shall, for compensation or 
reward, supply or hold them- 
selves out as available to 
supply the service of giving an 
opinion as to the validity of 
an issued patent or as to any 
question of infringement. 


(4) Where communications take place 
or information is acquired in 
the course of obtaining the 
opinion of a person recorded 
under section 97 regarding the 
validity or infringement of a 
patent or in respect of pro- 
ceedings under sections 53 to 
57 inclusive, such communica- 
tions and information shall be 
subject to the same privilege 
as communications and informatio 
arising from consultations with 
a solicitor in. contemplation ag 
lntigation.. 


a = a 
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(References) 


Corresponds in part to 
present section 3l 


99 (1) 


(2) 


(3) 


(Proposal) 


Designation of Representation 
for Nonresident Applicants 


Any applicant for a patent and 
any patentee who does not re- 
side or carry on business at a 
specified address in Canada 
shall, at the time of filing 
his application or on acquiring 
ti hlesvovarnadpplication or a 
patent (or within such period 
thereafter as may be prescribed) 
nominate as his representative 
a person qualified as a regis- 
tered patent agent and residing 
or carrying on business at a 
specified address in Canada. 


Subject to the other provisions 
herein, such nominee shall be 
deemed to be the representative 
of the applicant, of patentee, 
and of all persons claiming an 
interest in or under the appli- 
cation or patent for all pur- 
poses of this Act, including 
the service of any proceedings 
taken thereunder, and shall be 
recorded as such by the Commis- 
sioner. 


An applicant for a Patent OL a 
patentee, by written advice to 
the Commissioner, may: 


(a) appoint another representative, 


in place of the latest recorded 
representative 


ana shall: 


(b) advise the Commissioner in 


writing of a change in the 
name or address of the latest 
recorded representative, and 


(References) 
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(Proposal) 


99(3)c) appoint a new representative 


(4) 


(5) 


or supply a new and correct 
address of the latest recor- 
ded representative on the 
dispatch by the Commissioner 
to him of a notice in writing 
by registered mail that the 
latest recorded representa- 
tive has died or that a 
letter addressed to him at 
the latest recorded address 
and sent by ordinary mail 

has been returned undelivered. 


Where, after dispatch of a 
notice under subsection (3)c 

by the Commissioner no new 
appointment is made or no new 
and correct address is supplied 
by the applicant or patentee 
within the prescribed period, 
the Federal Court or the Commis- 
sioner may dispose of any pro- 
ceedings under this Act without 
requiring service on the appli- 
cant or -patentee or any persaa 
claiming an interest in or 
under the application or 

patent of any process therein. 


Where a patentee or applicant 
fails to designate a repre- 
sentative pursuant to sub- 
section (1), no notice shall 
be required to be given to 
the patentee in respect of 
any proceedings under this 
Act. 


(References) 


Replaces present 


sections 77, 


78 
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100 (1) 


(2) 


(3) 


(Proposal) 


Chapter 10 


Prohibitions and Offences 


False Marking and Advertising 


No person shall, without the 
consent of the patentee or 
applicant for a patent, 
represent in anyway by 
marking, advertising, or 
otherwise that a product has 
been or may be made, sold, 
imported or used by or with 
consent of the patentee or 
applicant for a patent. 


No person shall represent in 
anyway, by marking, advertis- 
ing or otherwise, that a 
product is patented in Canada 
or is subject to an applica- 
tion for a patent in Canada, 
when such product is not in 
fact patented in Canada or 
subject to a pending 
application for a patent in 
Canada. 


The Federal Court shall have 
exclusive original jurisdic- 
tion, on the application of 
any person interested, where 
it is made to appear to such 
Court that any act has been 
done contrary to this section, 
to make any such order as the 
circumstances require includ- 
ing provision tor relief by 
way of injunction and recov- 
ery of damages, and may give 
directions with respect to 
the disposition of any 
offending articles, packages, 
labels and advertising 
material. 
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(References) (Proposal) 


Remedy for Groundless Threats 


of Infringement Proceedings 


Follows UK section 65; 101(1) Where any person by circulars, 
similar to Ilsley advertisements or otherwise 
proposal, fareu Aly threatens any other person 
section 7, p 109 with proceedings for infrin- 


gement of a patent, any person 
aggrieved thereby may bring an 
action against him for relief 
as provided in subsection (2). 


(2) Unless in any action brought 
pursuant to this section the 
defendant proves that the acts 
in respect of which proceedings 
were threatened constitute or, 
if done, would constitute, an 
infringement of a patent, the 
plaintiff shall be entitled 
to the following relief: 


(a) a declaration to the effect 
that the threats are un- 
justifiable; 


(b) an injunction against the 
continuance of the threats; 
and 


(c) such damages, if any, as he 
has sustained thereby. 


(3) Notification of the existence 
of a patent does not constitute 
a threat of proceedings within 
the meaning of this section. 


(4) The Federal Court shall have 
exclusive jurisdiction to en- 
force the provisions of this 


section. 
Offences 
Reproduces present 102(1) Every person who in relation to 
section 79 except the purposes of this Act and | 
for the amount knowing it to be false or causes’ 
of the fine. to be made: 


(a) any false representation; 
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(References) 


(Proposal) 


102(1)(c) any false document or alters 


tie. 1orm OL a copy of any 
document; or 


(d) produces or tenders any 


New. Corresponds to (2) 
Ilsley proposals, 
Part XV, sections 1(8) 


document containing false 
information; 


VeugugiLy. Os an andictabie of= 
fence and is liable upon con- 
viction to a fine not exceeding 
five thousand dollars or to 
imprisonment for a term not 
exceeding six months, or to 
both. 


Every person who, not being a 
person recorded under section 
97, Or a person acting under 
the direct supervision of a 
person recorded under section 
97, takes any action prohibited 
under section 98 is guilty of 
an indictable offence and is 
liable upon conviction to a 
fine not exceeding five 
thousand dollars or to impri- 
sonment for a term not exceeding 
six months, Or co both: 


Every person who does any act 
contrary to section 100(2) is 
liable, upon summary conviction 
to a fine of ° $500 for each 

such act. 


u 


ais 


ow 


i" i, : 


“fh cGy 


ey RL | 2 : : ehh ig <a a ey” sa 

| pant . tn? \aeera wom ~ ie 
eC pate re ee one? A eGR. “a Lie 

Neat y Abies Dh f. a Has ea 


Pie) Le Ate pat ihe "i jae Pt oa eae cue 
ar or cr 1) Gi abe 1 bea » afl wet! re ye 
athe Seersn's Ha MA We Re ae Te. > i sis ki 

Oe i ‘gore lok UR warpath pd ihe Wal rN 
Ped, eed TORS Boia ee 
ad ay ea Mat’ SEP a es onto 

“Oe peal d Be 


; eo Twoer 
nis Be 9 EW Frid ET ae aly § 
707.19 hs wee TW bre 7. erie! aed i 7, 
Wiehe SEN hit it ei ueey PN) ie 7H The gf 
; : , oe oan ce 
ee Be ae vee ia ¥f ieee Nah 7 aM 1) Na ' 
righ sR rabine | ih Cae a 7 | 
Herve ao: . tO a wie ets te i? > : F 
st Stet! SA 4) wpa s Sade VT a 
wi Sree. ebb to ofussoren’t ae ese > 
o 6 | 9 d H T : } { r ‘ A : 
ty si ‘ ist =a) J ; . bie { 4 
4 i né j [ my 6 rig see 
v¢ a é ‘ ¥ ~) ; i Oo ng pele 
\ , vt. j 
“4 I ) y iT? ht “/ "a i5 if 4 
¢ : { ) i . To 2 i 
4 j ~ He . 7 j by 
4 \ 
Ci > 
oF 7 
if “4 
i 0) i 
a 1) 
Th te 
\ 
4 | 
] ry a - a 
? 
A ot oaety. 4 
~ la 4 : - : 
ane \ 
’ an —— ) 
. <i 12) e@ TreprRennwe 


